
Chapter 4

TRIPS and the Nature of Intellectual Property

Compliance by the GCC States

......;::::::=======~' ...(',



4.1 Introduction· The Context of TRIPS and its

Conventions

TRIPS \\las created not with the view of establishing an entirely new regulation, but with the aim

of supplementing and developing some sense of cohesion to the then existing major international

conventions on intellectual property protection, namely the Berne, Paris and Rome Conventions,

and the Washington Treaty. TRIPS is based upon and supplements these conventions by

providing additional obligations and a higher level of protection. The supplemented provisions

become compulsory, even for WTO member countries that have not ratified the above

conventions (except for the Rome Convention which only continues to be binding on slales that

have joined it), by virtue of their WTO membership. However, nothing in TRIPS may derogate

from any existing obligations that members may have to each other under the Paris, Berne, or

Rome Conventions or the Washington Treaty. I

The general goals of TRI PS, as enunciated in its Preamble, include the reduction of distortions

and impediments to international trade, the promotion of effective and adequate protection of

intellectual property rights, and ensuring that measures and procedures to enforce intellectual

property rights do not themselves become barriers to legitimate trade. Although the Preamble

recognises that intellectual property rights are private rights, the underlying public policy

objectives of national systems for the protection of intellectual property, including

Specifically. members arc obligcd to comply with:
Anicles I - 12 and 19 or the Paris Convention, generally in respect or TRIPS Pans It 111 and IV and
specifically in respect of TRIPS' provisions on tmdemarks. geographical indications. and undisclosed
information:
Articles I - 21 (except Articlc 6bis) orthc Berne Convention and its Appendix in rcspect of TRIPS Part II,
Section I. copyright and related rights:
Articles 1 -6, 10, 12 - 15 and 19 of the Rome Convention in respect or permitted cxccptions 10 the rights of
pcrfornlcrs. producers and broadcast organisations:
Anicles 2 -7 (otherthan Anicle 6.3). Anicle 12 and Article 16 orthe Washington Trcaty.
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developmental and technological objectives, are also recognised.

Chapter 4

The Preamble also

acknowledges that least-developed countries require maximum flexibility in the domestic

implementation of their laws and regulations in order to enable them to create a sound and viable

technological base.

The Agreement's public policy objectives are further enunciated in Part I by a declaration on the

fundamental objective of TRIPS, and on the equally fundamental principles by which members

should be guided formulating their laws relating to the Agreement. Article 7 Objectives

provides that:

"The protection and enforcement of intellectual property rights should contribute to the promotion of

technological innovation and to the transfer and dissemination of technology, to the mutual advantage

of producers and users of technological knowledge, and in a manner that is conducive to social and

economic welfare, and to a balance ofrights and obligations."

Article 8 Principles recognizes that members have the right to adopt measures necessary for the

protection of public health and other public interest reasons in sectors of vital importance to their

socio-economic and technological development. However, such measures must still be

consistent with TRIPS' provisions.

TRIPS Part I (Articles 1 - 8) also sets out further general provIsIons and basic principles

governing the protection of intellectual property rights. [t establishes minimum standards to be

applied by all WTO members, these same standards also being the maximum standards that

members are obliged to adopt. However members are not constrained from adopting more

extensive protection than that required by TRIPS, provided that such protection does not

contravene the TRIPS provisions. Members are also free to determine the appropriate method of
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implementing the TRIPS provisions within their own legal systems and practices. Articles 3-5

stipulate the fundamental obligations on national and most-Favoured-nation (MFN) treatment of

foreign nationals, which are common to all categories of intellectual property covered by the

Agreement. These obligations cover not only the substantive standards of protection but also

matters affecting the availability, acquisition, scope, maintenance and enforcement of

intellectual property rights as well as those matters affecting the use of intellectual property

rights specifically addressed in the Agreement.

TRIPS Part II (Articles 9 - 40) addresses each intellectual property right in succession, and sets

out the minimum standards of protection to be provided by each member. 2 Each of the main

elements of protection is defined, namely the scope of the subject-matter to be protected, the

rights to be conferred and permissible exceptions to those rights, any particular special

provisions (such as the reversal of burden of proof in respect of process patents), and the

minimum duration of protection. TRIPS sets these standards by requiring compliance with the

substantive obligations of the major pre-existing conventions, and by adding a number of

additional obligations on matters where the pre-existing conventions are silent or where they are

seen by their proponents as being inadequate.

Part III (Articles 41 - 61) requires members to have in place enforcement procedures which

permit effective action against infringements, with remedies that constitute an effective deterrent

to further infringements. The procedures apply equally to all fields of intellectual property

covered in Part III. The procedures must be equitable and fair, and must not be unnecessarily

TRIPS Part 11. Standards Concerning the Availability. Scope and Use of Intellcctual Property Rights. addresses
the seven intellectual property rights of Copyright and Rclated Rights (Articles 9 - 14). Trademarks (Articles 15
21). Gcographicallndications (Articles 22 - 24). Industrial Designs (Articles 25 - 26). Patents (Articles 27 - 34),
Layout Designs of Integrated Circuits (Articles 35 - 38). Undisclosed lnfonnation (Article 39). and Anti
competitive Practices in Contractual Licences (Article 40). Thesc individual requiremcnts as prescribed by
TRIPS. the Bernc. Paris and Rome Conventions and the Washington Treaty are discussed in detail in the
following sections on each respective area of intellcctual property (Sections 4.3 to 4.9 following).
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complicated, costly or involve unreasonable time-limits or unwarranted delays, but their

application must not create a barrier to legitimate trade. However, a member is not obliged to

put in place a special judicial system for the enforcement of intellectual property rights distinct

from that for the enforcement of law in general, nor does it require a member to make a

preferential allocation of resources to intellectual property enforcement at the expense of the law

in general.

Part IV (Article 62) addresses the acquisition and maintenance of intellectual property rights and

related infer partes procedures. Members may require compliance with certain procedures as a

condition of enjoying intellectual property rights within that member's national boundaries, but

such procedures and formalities must be reasonable and must not create an unwarranted

curtailment of the period of protection ofa right. Final administrative decisions in any of these

procedures must be subject to review by ajudicial or quasi-judicial authority.

Part V (Articles 63 and 64) provides for the establishment of a multilateral mechanism for the

settlement of disputes between members, in accordance with the provisions of Articles XXII and

XXIII of GATT (1994) as elaborated and applied by WTO's Dispute Settlement Understanding

(DSU) - a provision sought in particular by developing countries to counter the perceived

likelihood of unilateral action by developed countries in respect of enforced adherence to TRIPS

or greater standards. 3 Retaliatory action by one member against another may only be taken after

the existence of a violation or non-compliance has been established by the WTO's Dispute

Settlement Body. This mechanism is aimed at preventing unilateral actions, such as those

undertaken by the United States under Section 30 I of its Trade and Tariffs Act. 4

Carlos Correa, "Implemcnting the TRIPS Agrecmcnt in thc Patcnt Field - Options for Dcvcloping Countries",
(1998) 1Journal of World Imelleclllal/>ropeny. 16
Ibid, 3.
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Part VI (Article 65-67) establishes transitional arrangements for the implementation of the

obligations of TRIPS. Developed countries are granted a one year period to bring their

legislation and practices into conformity with TRI PS. Developing countries and countries in the

process of transformation from a centrally-planned into a market economy are granted a five

year transition period, and least-developed countries are granted II years (except for obligations

concerning national and most-Favoured-nation treatment, to which the standard one year

transition applied). [n addition, a further transitional period of five years is allowed for countries

which are bound to introduce product patent protection in areas of technology not so protected in

their territory on the general date of application of TRIPS for those countries. However, in the

case of phannaceutica I and agricultural chemical products, they must accept the filing of patent

applications from the very beginning of the transition period. Although granting of the patent

could be deferred until the end of this period, the novelty of the invention is preserved as of the

date of filing the application. If authorization for the marketing of the relevant pharmaceutical or

agricultural chemical product is obtained during the transitional period, the developing country

concerned is required to offer an exclusive marketing right for the product for five years, or until

a product patent is granted, whichever is the lesser period.

The final provisions and institutional arrangements, as described in Part VII (Articles 68 - 73),

includes provision for the establishment of a Council for TRI PS to monitor the operation of

TRIPS and, in particular, members' compliance with their TRIPS obligations. The Council was

specifically directed to act in cooperation with WIPO. The Council was also required to review

the implementation of TRIPS after the expiry of the five year transitional period granted to

developing countries and again at subsequent two year intervals.
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4.2 The Performance of the GCC States on TRIPS

Compliance

All slales have adopted TRIPS by virtue of their WTO membership. Kuwait became a

contracting party to GAIT in 1963, just two years after it gained its independence. Thirty years

later, Bahrain, Qatar and the UAE became contracting parties to GATT, WTO's predecessor

organization, just prior 10 the introduction of WTO. As such they became foundation members

of WTO and signatories to TRIPS, and any scrutiny of their intellectual property regimes by

other WTO members was notional. Oman and Saudi Arabia were treated differently, since both

were required to undergo a full scrutiny of their intellectual property protection regimes as part

of their WTO accession processes. Oman's accession process took just four years to complete,

from 1996 to 2000. Saudi Arabia, on the other hand, required over twelve years of political and

diplomatic wrangling before its bid for accession was successful. Saudi Arabia was finally

admitted to WTO membership in November 2005, just in time to fully participate in the sixth

WTO Ministerial Conference in Hong Kong in December 2005. s

4.2.1 National Treatment and Most-favoured-Nation Treatment

The national treatment provision of TRIPS forbids discrimination between a member's own

nationals and the nationals of olher members, and requires the member to accord treatment no

Sec WTO Press Release Press/420 of II November 2005. available at
www.wto.orglnewsdprcs05e/pr420e.htm. The prcss release reports that Saudi. Arabia has completed its
package of documents presenting the Kingdom's terms of accession at the WTO Accession Working Party
meeting on 28 October 2005. The legal texts, which run to some 600 pages. were lommlly accepted by the 148
member stales at the Special General Council on 11 November 2005. Dr Hashim A. Yamani. Saudi Minister of
Industry and Commerce. signed the Protocol of Accession with full powers, thus accepting the Protocol on behalf
of the Kingdom. S.1udi Arabia became the 149th Member of the WTO thirty days later. on II December 2005.
Saudi Arabia's accession is furthcr discussed in Chaptcr 8.3.
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less favourable than that accorded to the member's own nationals. The MFN treatment

obligation forbids discrimination between the nationals of other members by requiring that any

advantage a member grants to the nationals of another member must be extended immediately

and unconditionally to the nationals of all other members, even if such treatment is more

favourable than that which the member gives to its own nationals. 6

The national treatment and MFN provisions in the Gee states' intellectual property laws are

referred to in each of the following sections on the individual intellectual property fields.

However, in summary, full compliance with both the national treatment and MFN treatment

obligations of TRIPS Articles 3-5 would appear to be the exception rather than the rule amongst

the states' laws, with only a handful of laws making full provision for national treatment and

even fewer providing for MFN treatment. Further, the application of the requisite provisions is

inconsistent across each area of intellectual property and across the laws of a particular state.

Where such provision does exist, it is national treatment that receives attention. Commonly

applied is the principle of reciprocal treatment, whereby the rights or protection enshrined in a

particular law are extended to encompass nationals of a country which accords reciprocal

treatment to nationals of the Gee state.

In the area of copyright protection, by way of example, Bahrain's pre-TRIPS copyright law of

1993 and Kuwait's post·TRIPS copyright law of 1999 limits the provision of protection of their

respective laws only to works of their national authors published in or outside the state for the

first time, works of foreign authors published in the state for the first time, and works of Arab

authors who are nationals of states that have ratified the 1985 Arab Convention for the

• Some exceptions arc pen11ittcd in respect of national trcatment to thc extent that thesc already cxist under thc
Bernc. Paris. or Romc Convcntions or Washington Trcaty rcspectively. while allowance is made for ccrtain
limited exceptions to the MFN obligation as pennined by the Berne and Rome Conventions.
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Protection of Author's Rights, and whose works are published for the first time in any of the

signatory states. 7 Kuwait's copyright law adds works published for the first time in any of the

WTO member states by authors who are nationals of a WTO member. 8 Kuwait's patents,

designs and industrial models amendment law of 200 1 does nol impact upon the national

treatment provisions from the original 1962 law, which restricts the right to submit patent

applications to foreigners residing in Kuwait, and nationals or residents of countries which

accorded Kuwait reciprocal treatment. II stops short of making any mention of MFN treatment.

Oman does not make any reference to national or MFN treatment in any of its intellectual

property laws, except for its trademark law and (curiously) its plant variety law, each of which

makes a simple provision for reciprocal treatment. 9 Qatar extends the protection of its copyright

law to include works protected by international agreement to which Qatar is a party, but

specifically limits the protection of its trademarks law to reciprocal treatment notwithstanding

any international bilateral or multilateral agreement to which it may be party.

Saudi Arabia's 2002 trademark law extends the protection provided under the law to nationals of

any country which treats the Kingdom on a reciprocal basis, as well as to a country which is a

signatory to an international agreement to which the Kingdom is also a signatory. Its later

copyright law extends protection to works copyrighted under international agreements to which

the Kingdom is a party. Yet its most recent law of 2004, encompassing patents, layout designs

of integrated circuits, plant varieties and industrial models, does not make any reference to either

national treatment or MFN treatment.

•
•

Bahrain, Legislative Decree No. 10 or 1993 art 43: Kuwait. Law No. 64 or 1999. art 43 .
Kuwait Law No. 64 or 1999. art 43 .
Oman. Royal Decree No. 3812000 art 42, and Royal Decree No.9212000. art 7.
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The UAE's trademark law makes provision for reciprocal treatment; the patents law provides for

reciprocal treatment and for application of international treaties to which the state is a signatory;

the copyright law makes no reference to either national treatment or MFN treatment.

Those Gee states whose laws do not make reference to either national or MFN treatment would

argue, as Oman has done before the WTO, that the absence of any specific provision in their

laws does not necessarily preclude the enjoyment of national treatment or MFN treatment. 1o

Since the laws do not impose any nationality conditions or limitations in respect of rights holders

to whom the protection of the laws might be extended, national or MFN treatment may be

assumed; accordingly, they comply with their obligations under TRIPS Articles 3-5 10 accord

both national and MFN treatment. Nevertheless, the absence of any specific provisions will

undoubtedly generate pressure for subsequent amendment to the inadequate laws to ensure the

inclusion of strengthened national treatment and MFN treatment in the future.

4.3 Trademarks

4.3.1 TRIPS Provisions and Requirements (Articles 1S-21)

The fundamental principle of trademark protection provided by TRIPS is that any sign, or any

combination of signs, capable of distinguishing the goods and services of one undenaking from

those of other undertakings, must be eligible for registration as a trademark, provided thai it is

visually perceptible. Such signs may take the form of particular words, including personal

WTO Council for Trade-Related Aspects of Intellectual Property Rights. Review oj Legislation: Kuwait. WTO
Document IP/Q/OMN/I (03-1675). 24 March 2003.
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names, letters, numerals, figurative elements and combinations of colours as well as any

combination thereof. Where signs are not inherently capable of distinguishing the relevant

goods or services, members are allowed to require, as an additional condition for eligibility for

registration as a trademark, that distinctiveness be acquired through lise. Members are free to

determine whether to allow the registration of signs that are not visually perceptible, such as

sounds or smells. Certain limited exceptions to the rights conferred by a trademark, such as fair

lise of descriptive terms, may be permitted, provided that such exceptions take account of the

legitimate interests of the owner of the trademark and of third parties.

The owner of a registered trademark must be granted the exclusive right to prevent all third

parties not having the owner's consent from using in the course of trade identical or similar signs

for goods or services which are identical or similar to those in respect of which the trademark is

registered, where such use would result in a likelihood of confusion. In case of the use of an

identical sign for identical goods or services, a likelihood ofconfusion must be presumed.

TRIPS rakes the provisions of Article 6bis of the Paris Convention in respect ofprohibiring the

registration or use of a mark which is confusingly similar to a well known mark that is either

already registered or in use for identical or similar goods, and extends them, mulalis mutandis, to

marks in respect of services. It further takes the provisions of Article 6bis and applies them to

marks for goods and services which are not similar to goods and services for which a well~

known trademark is used or registered if their use would indicate a connection between those

goods or services and those of the owner of the well known mark, to the detriment of the

owner's interests.
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Initial registration, and each subsequent renewal, of a trademark shall be for a term of not less

than seven years. II Registration shall be renewable indefinitely. Where use is required as a

condition of registration, cancellation on the grounds of non-use can only occur after three years

of uninterrupted non-lise, unless valid reasons based on the existence of obstacles to such use are

shown by the trademark owner. 12 Use of a trademark by another person, when subject to the

control of its owner, must be recognized as use of the trademark for the purpose of maintaining

registration statlls.

TRIPS further requires that use of a trademark in the course of trade must not be urDustifiably

encumbered by special requirements, such as use with another mark, lise in a special form, or

use in a manner detrimental to its capability to distinguish the goods or services.

4.3.2 Regional Trademark laws

Trademark laws are the longest standing intellectual property protection laws in the Gee states.

They have had the opportunity to face scrutiny from both regional and international sources, and

to consequently be subject to review processes which have given them the best opportunity ofal!

intellectual property laws in the Gee states to reach TRIPS-compliance. The fact that they also

address an area of commercial endeavour which has been longstanding, locally active and

financially lucrative for local traders and businesses, means that they have also had the

opportunity to be tested in respect of their efficacy and practicability.

"
"

TRIPS. art 18,
Ibid. art 19.
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All Gee states except Bahrain have upgraded or entirely replaced their early trademark laws

since the introduction of TRIPS. Most of the enhancements have been carried since the

expiration in 2000 oflhe TRIPS-permitted transitional period for developing countries, and have

thereby brought them generally into compliance with TRIPS requirements. Oman replaced its

earlier law in 2000 as part of its WTO accession process, while Qatar and Saudi Arabia likewise

replaced their laws in 2001 and 2002. Kuwait and the UAE were content to retain their laws, but

introduced a range of amendments - sweeping amendments in the case orlhe UAE - in 200 I and

2002 respectively.

Bahrain, on the other hand, continues 10 rely on what is now the longest-standing and therefore

the most conservative trademark law in the region, with its pre-TRIPS law of 1991. This law

was created by the excision of the trademark provisions from the original pre-independence

omnibus regulation of 1955, as amended in 1977 into a new and specific trademark law.

Consequently the law still contains some minor elements from the 1955 and the 1977

amendments. More importantly, it is still deficient in respect of crucial elements such as

protection for well-known marks. This law is due to be replaced by new legislation reportedly in

the final stages of approval - although this new law reportedly has been in those final stages for

some years. 13 The issuance of a brand new law, instead of even further amendments, will

provide the opportunity to redress a number of the inconsistencies and contradictions which

arose from the past incomplete restructurings of the original 1955 legislation.

Kuwait, originally a regional leader in the codification of its commercial laws in the 1960's has

since trailed behind the other GCC states in the state of all its intellectual property laws,

including its trademark law. It still incorporates its trademark protection in a dedicated chapter

WTO Council for Trade-Related Aspects of Intellectual Property Rights. Review oj Legislation: Bahrain.
Document IP/Q4/I3HR/I (01-6218).6 December 2001, 1.3.
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of its commercial code originally enacted in 1961. The trademark provisions of the commercial

code have been amended a number of times, the most recent of any substance being in 1999,

although further minor changes were subsequently introduced in 2001. But no changes were

made to the nature of infringements, nor increases introduced to the level of penalties thai

existed in the original law. This situation has caused Kuwait to attract critical attention from

within WTO, and from the United States in particular, for the perceived inadequacy, laxity and

non-deterrent character of its trademark protection. 14

Table 3: Current Trademark Laws and Conventions in the Gee States

Bahraill:

Kllwuit:

Omllll:

Qutar:

SUII/Ii Arubia:

UA£:

Ll!gi~,/(/fil'eDecree No. 10 of /99/ ",ith rewect to Trrule Murks.
LegMmh'e Decree No. 31 of /996 rruifyil/g tl/e Puri.~ COl/vell/ioll for tile
Protectioll of //I(III~·trial Property.
Legis/util'e Decree No. 18 of2005 ratifyil/g Bul/ruil/'s Acce.~~·ioll to Ihe
Protocol Re/lIlillg to the Mudritl Agreementfor tile II/temlltiomll
Registrutioll ofMurks.
Legis/util'e Decree No. 17 of2005 rufi/j'illg Bullruhl's Accessioll to the
Nice Agreemel/l Ctmcemil/g the IlIIemmiollu/ Clussijicutiol/ ofGoods uml
Sen'ices for the Purpo.~e ofthe Registrufioll ofMarks.

Luw No, 2 of1961, Ihe Commerciul Code, /u uff/emlef/ by Law No, 6 of
/980, LlIw No.3 of1999/lIId Luw No. /of200l.

ROJul Decree No. 3812000, tile LlIw 011 Trude Mllrks, llIfliCfltiOIlS IIml
Secrets (/Iu/ Prutect;ollfrolll Ull/t/;r Competit;oll.
Roytl/ Decree No.6311998promulgllfillg the SII/tllllflfe's IIccessioll to tile
Puri~' COIfI'elltiOlI for tile Protectioll of 11/(lu~·trial Property fIIlfl the Beme
COl/vel/tioll for the PrO/ec!ioll ofUterury fllld Arti.~tic Works.

Luw No.9 of2002 ill respect ofTr(((le Murb. Bllsilleu Numes flllIl Datu,
Im/ustrilll Desiglls um/ Geogmpiliclll Imlicllliolis.
Decree No. 31 of2001 ;11 re.\pect ofQulllr's f/cce~·.~;ol/ to tile Pf/r;s
COllvellt;oll for fhe Proteclioll ofIm/ustrill/ Property.

ROJul Decree No. Mil/ of1423 AH (2002), Ihe Law ofTrfll/ellltlrks.
Royu/ Decree No. hI/48 of 1424 AU (2003), uccedillg to fhe Purls
COl/vel/tioll for rhe Prolectioll ofIm/lI.uriu' Property fmd the Beme
COl/vellt;oll for the ProfectiOlI ofLiterury II//(I Artist;c Worb.

Federal Lllw No. 37 of1992 cOllcem;lIg Trude Mllrks, (IS umem/efl by
Federu/ Luw No. 80f2002.
Fefleru/ Decree No. 20 of1996, lIccedil1g to the Puris COllvellt;O/l for the
PrfllI!ctiOlI ofImhurriu/ Prupert)',

Source: cOli/piled by fhe author

14 The USTR Annual Special 301 Reports on the status of intellectual property protection and its efTective
enforcement in the GCC st3les are discussed 31 further length in Chapter6.3.
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In the last few years, some of the GCe states have also shown increasing willingness to commit

to or at least follow some of the WI PO-administered international agreements that complement

the TRIPS trademark provisions. Hence, all slales except Kuwait have now acceded to the Paris

Convention, the UAE being the first to do so in March 1996, and Saudi Arabia being the most

recent when it joined in September 2003. By the same token, most of the states have either

formally acceded to the Nice Agreement Concerning the International Classification of Goods

and Services, or declared that they adhere to the Nice Agreement without going through the

accession process, or at least generally use its classifications for the purpose of categorizing

goods and services for their domestic trademark registrations. The advantage of the adoption of

the two latter options is that the states can retain the flexibility to ignore or prohibit certain

classification categories, as discussed further below. Bahrain has been the most active GCC

state in this regard, formally acceding to the Berne Convention, the Nice Agreement and the

Protocol Relating to the Madrid Agreement for the International Registration of Marks, although

accession to the latter two agreements have been as a direct consequence of its obligations under

its recent free trade agreement with the United States.

4.3.3 Scope of Protection for Trademarks

Areas in which the original and pre·TRIPS trademark laws of the GCC states generally fell well

short of the minimum standards required by TRIPS included:

protection for well· known marks, particular foreign marks;

protection for geographical indications;
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clarification of licencing and transfer provisions;

expansion of remedies and relief, and sanctions of a deterrent nature;

appeal provisions to indepelldentjudicial bodies on administrative decisions.

Chapter 4

In particular, the laws of the 1990's lacked provision for protecting well-known marks; a well-

known mark could be refused registration and protection if the same or similar mark was already

under application. The post-TRIPS laws have gone a long way in addressing these

shortcomings. Except for the widely divergent degrees of severity of their respective penalties

for infringements, the texts of the latest laws show remarkable similarities in addressing these

shortcomings, an indication of the degree of reliance upon the same source for the construction

of the laws, and the degree of interaction and consultation between the states on the general

thrust of the laws. [n respect of the nature of protectable subject matter, the descriptions of each

stale are generally consistent with the minimum requirements of registrable matter outlined by

TRIPS Article 15.

The definition of a trademark in all the recent laws generally include at least the following

provisions as espoused in the Omani trademark law:

"... any visible form capable of being distinguished and consisting of words, signatures, personal

names, letters, numbers, logos, symbols, addresses seals, engravings, combinations of colours,

figurative elements or any other sign or combination of such elements, if used or intended to be used

to distinguish goods, products or services as those of the owner of such mark by reason of Iheir

manufaclUre, choice, sale or offering for sale." 1$

Oman. Royal Decree No. 3812000, an 1.
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Qatar adds to the above list "vignettes, three dimensional figures .... a single nonfunctional

colour, a sound, a smell ... " provided they can still distinguish the products or services. 16 The

Qatari law appears to contain a contradiction in respect of what may constitute a trademark, on

the one hand defining both trademarks and service marks as "any visible sign", yet subsequently

allowing both sound and smell to be registrable as marks especially when having a distinctive

form. 17 The subsequent reference in the Qatari law does not require that a sound or smell can

only be registrable if used in conjunction with other, visible, elements. Colour, sound and/or

smell in combination as elements of a trademark, may be registered in Bahrain and Kuwait, but

only if presented with that particular mark, while the UAE allows sounds to be registrable under

the same condition, but not smells. Since the above-quoted Omani law and the Saudi law

specifically require trademarks to take a "visible form capable of being distinguished" or to be

"recognized by sight" and omit smells and sounds from their trademark prescriptions, neither

law allows for smells nor sounds to comprise, or be elements of, a registrable mark.

TRIPS Article 17 permits limited exceptions from registration or registrability provided that a

balance is maintained between the legitimate interests oflhe trade mark owner and those of third

parties, without providing further guidance as 10 the nature or limits of those limitations. All

Gee states affirm that any sign which is offensive to or a violation of public morals, or is

contrary to public order, shall not be considered to be a mark and may not be registered as a

trademark. Other grounds for exclusion of a sign from recognition as a trademark or from

registrability generally include the following:

marks devoid of any distinctive feature, or which consists of merely generic names or

ordinary images on goods, products or services;

16 Qatar. Law No.9 of2002. art 6.
11 Ibid. arts 1 and 6.
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marks identical or confusingly similar 10 the public emblems, flags and other symbols

related to the State, Arab or international organizations or any institutions thereof, or any

foreign country;

symbols of the Red Crescent or the Red Cross and other similar symbols as well as any

confusingly similar forms oflhase symbols;

marks which are identical or similar to symbols of a purely religious nature;

geographical names and indications where the use thereof may be misleading as to the

origin of the goods, products or services;

names, photographs or emblems of a third party, unless with prior consent;

degrees or awards to which an applicant cannot prove he is lawfully entitled;

marks which may mislead the public or which contain false data as to the origin of

products or services, or their other characteristics, as well as marks containing an

imaginary, imitated or forged trade name;

marks owned by natural or legal persons, dealing with whom is forbidden;

a mark, the registration of which for some classes of goods or services may decrease the

value of other goods or services distinguished by such mark;

marks containing the words or phrases: "Privilege", "Privileged", "Registered",

"Registered drawings", "Copyright" or "[mitation is forgery" or similar words and

phrases;

national and foreign decorations, as well as coins and bank notes of currencies;

a mark which is the translation of a well-known trademark or other prior, registered

mark if this will cause public confusion as to identical or similar goods covered by the

mark. 18

As prescribed by UAE, Law No.8 of 2002. art 3.
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The exclusion from registration of"marks owned by natural or legal persons, dealing with whom

is forbidden" applies in particular to marks owned by Israelis or Israeli companies, as part of the

Boycott of Israel adopted and implemented by members of the League of Arab States as a by-

product of the support of the Arab states for Palestine in the Israel-Palestine conflict. 19 The

Bahraini and Saudi current trademark laws still include a similar exclusion, but the adherence

now exists more in the principle than the practice.

4.3.4 Well-Known Marks

Insufficient or total lack of protection in the Gee slales for well-known marks and signs of

foreign origin has been an area of particular contention and concern for the developed countries,

and the provisions in the GCC states until recently fell far short of the protection required by

TRIPS. Article 16 of TRIPS requires countries to provide a level of protection that prevents

third parties from taking commercial advantage of the goodwill associated with well-known

marks, irrespective of whether those marks are registered or in use locally. The recently updated

laws have paid particular attention to this area, and the protection of well-known marks and

signs, particularly foreign signs, has now been strengthened. However, Bahrain with its older

Of which the six Gee member states arc also members. The earlier trade mark laws of Kuwait and Qatar
specifically excluded from registration "marks which the Boycott of Israel Office decides that it is idcntical or
similar to an Israeli, mark. symbol or emblem'·. while those of Oman included an exclusion similar to that above.
The three stales have since removed from their current trademark laws any reference to the non-registration of
trademarks in the context of prohibited persons or countries or the 13oyCOtl of Israel. The Boycott. which is still
officially in force, operates on three levels:

primary level. which prohibits direct business dealings with Israel:
secondary level. which prohibits dealing with blacklisted lirms which do business with Israel. which may
include registering atradernark in Israel:
tertiary level. which prohibits dealing with linns who deal with blacklisted linns.

In 1994. the Gee states decided to end the secondary and tertiary levels of the boycott, while notionally
continuing with the primary leveL The United States continues to pressure the Gee states. particularly 5.1udi
Arabia. to end the boycott. The pressure upon Saudi Arabia has been effective, since Saudi Arabia has recently
agreed to end its participation in the Boycott as part of the package of conditions imposed upon it by the United
States in return for US approval of Saudi Arabia's accession to the WTO.
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law does not make any provision for the protection of well-known marks per se. With the

exception of Bahraini law, as a general rule, the trademark laws provide that a mark or sign may

not be registered if:

it is identical with, or confusingly similar to, or constitutes a translation of, a mark or

trade name which is well known in the country for identical or similar goods or services

of another enterprise; or

it is not identical with or similar to a well-known mark, but its use would indicate a

connection between those goods or services and the owner of the well-known mark and

the interests of the owner of the well-known mark would likely be damaged by such

use. 20

A well-known mark does not need to be registered 10 gain this protection; but it must be we[]-

known outside its country of origin, that is internationally or at least regionally. TRIPS Article

16.2 requires members to take account of knowledge of the trade mark in their own country,

including knowledge obtained as a result of promotion of the trade mark, even if in advance of

actual use. The Gee states which offer protection to well-known marks stop short of making

any stipulation on the nature or degree of a well-known foreign mark's local status or even

requiring the application of TRIPS Article 16.2, thus leaving this point unstated and removing a

qualification which could limit the conditions for protection. It is not yet clear what standards of

evidence the respective courts in the different Gee states will require or accept in adjudicating

on whether a trademark is well known locally, but in any case this common provision places

significant discretion in the hands of the judiciary to influence or control the introduction of

Kuwait, Law No. I 01'2001, art 62.5: Oman, Royal Decree No. 38/2000, arl2(iii); Qatar. Law No.9 of 2002, art
2; Saudi Arabia. Royal Decree No. Mni of 1424 AH (2002), art 2(i): UAE. Federal Law NO.1? of 2002 as
amended by Federal Law No.8 of 2002. art 4.
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marginal foreign marks. AI present, it would appear that a consistent and widespread judicial

position on the treatment of well known marks has yet to make itself manifest, even in the UAE

courts, which probably see more cases dealing with trademark infringements than any of the

olher GCe states. 21 However, the UAE and Dubai courts, in particular, have shown an

increasing willingness in recent years to provide protection for internationally known marks.

Some further advantage is given to marks deemed to be well· known by the provision in some of

the trademark laws ofa right of applicants to claim priority on the basis of an earlier application

for registration filed either with a member state of WTO or the Paris Convention (Oman), a co-

signatory to another international agreement (Saudi Arabia), or to countries which grant national

treatment on a reciprocal basis (Qatar, again Saudi Arabia).22 The trademark laws of Bahrain,

Kuwait, and the UAE do not make any specific provision for either national treatment or MFN

treatment in respect of trademarks.

4.3.5 Rights of Ownership

According to the Qatari, Saudi, and Emirati laws, the basic right to be protected by the

registration of a trademark, is the exclusive right of the trademark owner to use the mark and to

prevent other parties wi tho lit consent from using the trademark, in accordance with the

obligations required by TRIPS Article 16.1.23 The owner of the registered trademark can also

"

Some trademark infringement eases that have appeared before the UAE eourts are also discussed in Chapter 3.4
(earlier cases) and Chapter 5.3 following.
Qatar. Law No.9 of 2002. art 10: Oman. Royal Decree No. 3812000. art 7: Saudi Arabia. Law No. W21 of 1423
AH (2002), art 9.
Qatar. Law No.9 of 2002. art 20: Saudi Arabia Royal Decree No. W21 of 1423 AI-! (2002). art 21: UAE.
Federal Law No.17 of2002 as amended by Federal Law No.8 of2002, art 17.
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prevent others from using identical or similar marks on similar, identical or related products and

services if such use may confusion by the public. The Bahraini, Kuwait and Omani laws do not

include any similar or equivalent statement on rights conferred by registration. Accordingly,

such rights must therefore be inferred by the nature of marks excluded from registration, such as

a mark similar to one already registered, or by the prescribed acts which attract a punishment

under the law, such as use ofa counterfeit mark.

All Gee states provide that the person who registers the mark is deemed to be the owner of the

mark, unless there is proof to the conlral)'.24 However, any claim of ownership cannot be

disputed if the owner of the registered mark has used il continuously for five years since

registration, and no claim has been made against the validity of the original registration during

this period. For the purposes of this provision, continuous use includes use by a licencee or

assignee.

Saudi Arabia's early trademark law of 1984 established the precedent for a period of protection

of ten years (albeit, according to the Hajri or Islamic calendar) for a registered trademark, and

the other Gee states have since followed suit (but, according to the Gregorian calendar).2s All

accommodate unrestricted renewal, commonly for recurring ten year periods· thus exceeding by

some margin the minimum period of seven years specified in TRJPS Article 18. However, since

TRIPS requires, and all states provide, indefinite renewal, the distinction is largely academic.

Bahrain. Lcgislalive Decree No. 10 of 1991. art 8: Kuwait Law NO.2 of 1961 as al11cndcd by Lmv NO.6 of
1980. and Law No.3 of 1999. art 65: Oman. Royal [>Ccrec No. 3812000. art 4: Qatar Law No.9 of 2002. art 7:
Saudi Arabia, Royal Decree No. M/2' of 1423 AH (2002), art 21; UAE, Federal Law No.17 of 2002 as amended
by Fedcral Law No.8 of 2002. art 17
The Arabic or Hajri calendar is based on lunar months, rather than the western Gregorian calendar. and
marginally shorter. Hcnee, ten l-tajri years is approximately equivalcnlto ninc ycars and eight months according
10 the Gregorian calendar. Saudi Arabia has removed reference 10 the Hajri calendar in its current trademark law.
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"

Arising from concerns expressed in WIPO and WTO in respect of the inadequacy or absence of

licencing and transfer provisions in the earlier trademark laws of the Gee states, provisions

addressing licencing and transfers have been strengthened and are now extant across the states'

laws. [n general terms, the owner of a mark may grant a licence to any natural person or legal

entity in respect of some or all of the products or services for which the mark is registered. 26 A

licence is non-exclusive, and non-assignable; the licencing agreement must be in writing, must

specify the terms, conditions and duration of the licence, and must be registered with the

responsible Ministry, to have any legal effect. 27 The duration of the licence cannot exceed the

period of registration of the mark (which raises a question on the licencing of well-known marks

which may be protected, bUI mighl nOI be registered).28 None of the stales permit compulsory

licencing of trademarks, in accordance with the exclusion stipulated by TRI PS Article 21. The

ownership of a registered trademark may be transferred or assigned with or without the goodwill

of the commercial business. Where the marks are deemed to have an established relationship

with the business, the transfer of ownership of a commercial business is deemed to include the

transfer of the trademarks registered in the name of the transferor, unless specifically agreed

0lherwise. 29 If the ownership of the business is transferred without the trademark, the transferor

may continue to use the mark in connection with the products or services in respect of which the

mark was originally registered. 3o

Bahrain. Legislativc Dccree No. 100f 1991. art 24. 26: Oman. Royal Dccree No. 3812000. art 23: Qatar Law No.
9 of 2002, art 22; Saudi Arabia, Royal Decrec No. M/21 of 1423 AH (2002), art 29; UAE. Federal Law No.1? of
2002 as amended by Federal Law No.8 of 2002. art 30.
Bahrain. Legislativc Decree No. 10 of 1991. art 25: Oman. Royal Decree No. 3812000. art 24-26; Qatar Law No.
9 of 2002. art 22: Saudi Arabia. Royal Dccree No. M121 of 1423 AH (2002). art 29: UAE. Federal Law No.17 of
2002 as amended by Federal Law No.8 of 2002. art 30-32.
Bahrain. Legislative Dccree No. 10 of 1991. art 24: Oman. Royal Dccree No. 3812000, art 23. ; Qatar Law No.9
of 2002. art 22: Saudi Arabia, Royal Deerec No. M/21 of 1423 AH (2002). art 29: UAE. Federal Law No.17 of
2002 as amended by Federal Law NO.8 of 2002. art 30.
Bahrain. Legislative Decrec No. 10 of 1991. art 28: Kuwait. Law No.2 of 1961 as amcnded by Law No.6 of
1980, and Law No.3 of 1999, art 68, 83; Oman. Royal Dccree No. 3812000. an 22; Qatar Law No.9 of 2002, art
21: Saudi Arabia. Royal Decree No. M121 of 1423 AI-! (2002). an 31: VAL Federal Law No.17 of 2002 as
amended by Federal Law No.8 of 2002, art 27.

)() Bahrain. Legislative Decree No. 10 of 1991. art 28: Kuwait. Law No.2 of 1961 as amended by Law No.6 of
1980. and Law No.3 of 1999. an 83: Oman, Royal Decree No. 38/2000. art 22; Qatar Law No.9 of 2002. an 21:
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4.3.6 Classifications System for Goods and Services

Chapter 4

Only Bahrain amongst the GCe slales is a signatory 10 the Nice Agreement on the International

Classification of Marks for Goods and Services, having adopted the eighth edition of the

Agreement in February 2005. The other states either generally follow the Nice Agreement

classifications or at least refer to them, as the starting point for categorizing goods and services

for domestic trademark registrations. The advantage of this strategy is that they can retain the

flexibility to ignore or prohibit certain classification categories, as suits their domestic needs and

prerogatives, even though the Paris Convention Article 6 quinquies allows signalory states to

deny registration to marks that are deemed to be contrary to public order or morality and the

Nice Agreement Article 2 permits signatol)' states to reserve the right to use the Nice

Classification merely as a subsidial)' system.

All states conform to a lesser or greater extent with the Agreement's classification system. The

majority provide for the registration of marks for both goods and services in classes in

accordance with an "international classification" system (without specifying the Agreement) as

well as in accordance with their respective implementing regulations, thereby allowing some

discretion at the ministerial level, on the exclusion or otherwise of certain classes of goods or

services. Classes commonly subject to possible exclusion are notably Class 32 (beer and stout,

as well as mineral and carbonated waters, other non-alcoholic beverages, syrups and other

products used to make non-alcoholic beverages) and Class 33 (wines and spirits). Oman

specifies in the trademark law itself without qualification that the registration of marks shall be

"according to the International Classification system".31 The laws of Bahrain, Kuwait, Saudi

"

Saudi Ambia, Royal Decree No. M/21 or 1423 AH (2002), art 30: UAE, Federal Law No.17 or 2002 as amended
by Federal Law No.8 of 2002. art 28.
Oman. Royal Decree No. 3812000, art 7.
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Arabia and the UAE do not place any restriction on class of registration in the laws themselves,

but make additional allowance for ministerial discretion as to the classes in which marks mayor

may not be registered. Each stipulates that a trademark may be registered for one or more

classes of goods or services as prescribed by their respective responsible Ministers in the

corresponding implementing regulations. 32 The Bahraini implementing regulations allow that

applications for the registration of marks shall be submitted in accordance with the international

classification of goods and services, including classes 32 and 33, without qualification. 33 The

Kuwaiti and Saudi regulations both exclude class 33 in its entirety, and restrict class 32 to

"mineral and aerated water and other non-alcoholic beverages - syrup and other preparations for

making drinks", thereby deleting any reference to beers, spirits or alcoholic beverages. Qatar

does not make reference to any established classification system, and it remains to be seen

whether the as-yet-to-be-issued implementing regulations for its current law will provide any

guidance and clarification. However, the existing regulations, which actually penain to the

superseded 1978 law, allow only 23 of the 42 classes within the international classification

system to be granted in their entirety, with classes 32 and 33 and classes 35 - 42 concerning

service marks amongst those excluded. 34

However, what may appear to be allowed, or at least not disallowed, in one place, may be

prohibited in another. Since the consumption of alcohol is generally prohibited in the Qur'an, it

follows that the registration of related marks related to alcohol would be contrary to public

;;

Some commentators claim thai the Qalari and Saudi trademark laws themselves prohibit the registration of marks
for goods or services relating to alcoholic beverages: see Abu Ghazali Intcllectual Property, IntefleCllIG1 Property
Handbook 2005 .Country entries for Qatar and Saudi Arabia, available at www.agip.eom/IAGIP I-hndbook.pdf.
last accessed 20 January 2006; see also Amir Khoury. "The Development of Modern Trademark Legislation and
Protection in the Arab Countries of the Middle Eas!"', 16 Hie Transnational Lawyer. 278. This is not quite
accurate. since the prohibition lies in the interpretation and application of the public order and public morals
provision of the trademark law, rather than an express prohibition in thc law itself.
The UAE implementing regulations referred to above relate to the original trademark law issued in 1992. since
therc have been no amendments to implementing regulations corresponding to the comprehensive tradcmark law
amendments issued in 2002.
Qatar. Implementing Regulations for Amiri Law No.3 of 1978, art 3. Appendix I.
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morals. Accordingly, the position commonly espollsed both by the respective responsible

ministries and by regional trademark registration agents alike, is that trademarks in Class 32 and

Class 33, as well as class 29 (meat products) in respect of pork-based products, are not

registrable in any of the GCe states on the grounds that they are contrary to the teaching of

Islam, to Shariah law, and to the respective states' trademark laws. 35 Saudi Arabia, when

recently lodging its instrument of accession to the Paris Convention, expressed its objection to

and concern with the stipulation of Article 7 orthe Convention that "the nature of the goods to

which a trademark is to be applied shall in no case form an obstacle to the registration of the

mark", on the grounds that some goods such as alcoholic and pork-based products were

prohibited under Islamic law. 36 On an issue of such fundamental religious and social

significance to Saudi Arabia, reliance alone on the generality of public order and morality

provisions of the Paris and TRI PS Conventions to prohibit the registration of offending marks

was clearly inadequate.

See Rawan Makram Sunna "Bridging Ihe Gulf: Harmonisation of Trade Mark Laws in Ihe Gulf Cooperation
Council Countries", (2003) I Trademark World. Supplement, 29. See also the respeetive country entries in the
following regional legal attorneys and trademark and patents agents: AG!!'. above n 31: ST&I'. Attorneys and
Agents at www.stplegal.com. last accessed 30 November 2005; NJQ 7 & Associates at www.gumsieh.com, last
accessed 30 November 2005: Saba & Co. Group at www.sabaip.eom. last aecesscd 30 November 2005.
Kuwait reported 10 the WTO's Council of TRIPS, in response to questions on its intellectual propeny regime
thaI. "sincc acquiring. marketing or importing wines and spirits is prohibited. protcction of such marks may be
rejected for resulting in a breach of morality and public order". WTO Document IP/Q4/KWT/I (01-6322). 13
December 2001, IS. Saudi Arabia also reportedly prohibits registrations in class 28 for "Christmas trees and
related products" (reponed by Saba & Co Group. above).
The rules of the GCC Customs Union, which entered into force on I January 2003. recognise and categorise
pork. alcoholic products. and tobacco products as "special goods". and funher rccognise that the GCC states may
import or prohibit them at their own discretion.
Reported in the Al-Tamimi Law Update April 2004. 31. available at
www.tamimi.eorn/cataloglI998 2004/ndf/aprilo/020LU.pdf. last accessed 6 January 2006
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Some Gce states draw a clear distinction between acts of infringement against the private rights

of the trademark owner, and those against the public rights in respect of representation of the

status of a mark. Kuwait, Qatar, Saudi Arabia, and the UAE deem infringements against the

private rights of the trademark owner, and thereby potentially or actually causing commercial

loss, to be the more serious offences. Hence such acts as counterfeiting a registered mark,

fraudulently using another person's registered mark, or knowingly and misleadingly imitating a

registered mark may attract the severest penahies. On the other hand, lise of an unregistered

mark or mark excluded from registrability (except for those marks excluded solely for want of

distinctive features), or falsely claiming or indicating that a mark has been registered, may be

punishable by penalties that are a fraction of those which can be applied to the former type of

infringements. The Saudi law, for example, provides for the imposition of penalties of up to one

year's imprisonment and a fine of up to 1,000,000 Saudi riyals, or both, for infringements

against the trademark owners rights, while penalties against the public representational rights

may attract penalties that are a quarter of the former. 31 At the other end of the scale, Kuwait,

which recognizes a similar distinction in the nature of infringements, provides for a maximum

fine of only 600 Kuwaiti dinars and an unspecified term of imprisonment for similar offences. 38

In contrast, the Bahraini and Omani laws provide for a simple undifferentiated list of infringing

acts, which include the following:

counterfeiting or imitating a registered mark in a manner likely to mislead the public;

"

Saudi Arabia, Royal Decree No. MI2I of 1423 AH (2002). arts 43-4. The nature of the sanctions in all the
intcllectual property laws of the GCC states arc discussed in further detail in Chapter 5.2.5. following.
Kuwait. Law No.2 of 1% 1 as amended by Law No.6 of 1980. and Law No.3 of 1999. an 92.
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lIsing a forged or imitated mark in bad faith;

using a trademark owned by another party in bad faith;

Chapter 4

knowingly offering for sale or possesses goods bearing a mark which is counterfeited,

imitated, or unlawfully affixed, or lIsing such mark in connection with services;

using an unregistered trademark, or unlawfully indicating on a mark or commercial

document that such mark is registered. 39

Both states view the above infringements with equal gravity, therefore do not differentiate

between the levels of sanctions that may be applied.

All Gee states make prOVISion for the order of precautionary measures in instances of

threatened or actual infringements. 4o

4.4 Patents

4.4.1 TRIPS Provisions and Obligations (Articles 27·34)

TRIPS Article 27 requires member states to make patents available for any invention, whether

for a product or process, in all fields of technology without discrimination, provided that the

invention is new, involves an inventive step, and is capable of industrial application. It also

requires that patents be available and patent rights be enjoyable without discrimination as to the

)9 Bahrain. Law No. 10 or 1991. art 27: Oman Royal Decree No. 3812000. art 35.
40 The precautionary measures available in each GCC Slate are discussed in Chapter 5.2.2. following.
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place of invention, or whether products are imported or locally produced. Three exceptions are

permitted to this basic rule on patentability,41 namely:

inventions contrary to ordre public or morality, including inventions dangerous to

human, animal or plant life or health or seriously prejudicial to the environment;

diagnostic, therapeutic and surgical methods for the treatment of humans or animals;

plants and animals other than micro-organisms and essentially biological processes for

the production of plants or animals other than Ilon·biological and microbiological

processes. However, any member excluding plant varieties from protection under patent

provisions must provide an effective sui generis system of protection.

The use of the ordre public exception is subject to the condition that the commercial exploitation

of the invention must also be prevented and this prevention must be necessary for the protection

ofordre public or morality.42

The exclusive rights that must be conferred by a product patent are those of making, using,

offering for sale, selling, and importing for Ihese purposes, while process patent protection must

extend rights not only over use of the process but also over products obtained directly by the

process. 43 Patent owners shall also have the right to licence, assign or transfer the patent. The

term of protection available shall extend for a period of20 years from the filing dale..f4

Members shall require that an applicant for a patent shall disclose the invention in a manner

sufficiently clear and complete for the invention 10 be carried out by a person skilled in Ihe art

TRIPS. art 27.3
Ibid. art 27.2.
Ibid. art 28.1.
Ibid. an 33.
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and may require the applicant to indicate the best mode for carrying out the invention known to

the inventor at the filing date of the application or, where priority is claimed, at the priority date

of the application. 45

Limited exceptions to the exclusive rights conferred by a patent may be allowed, provided that

such exceptions do not unreasonably conflict with a normal exploitation of the patent and do not

unreasonably prejudice the legitimate interests of the patent owner, and take account of the

legitimate interests of third parties. Member states may allow compulsory licensing and

government use without the authorization of the right holder, provided the latter's interests are

still protected. 46 Compulsory licencing may only be permitted where the right holder has

already refused to grant a voluntary licence on reasonable terms and within a reasonable period

of time, although this requirement can be dispensed with in times of national or other extreme

urgency or in cases of public non-commercial use. 47 Use of a compulsory licence provision

should also be limited to the supply of the domestic market, although this requirement and the

above condition on use may be waived to remedy anti-competitive practices.

TRIPS Article 34 provides for the reversal of the burden of proof in civil cases involving process

patents, whereby the defendant may be required to prove that the process used to obtain an

identical product is different from the patented process. Members are obliged to apply this

presumption in either of the following circumstances:

when the product obtained by the patented process is "new"; or

Ibid. 30.
46 Thc tcrm "compulsory licence" docs not appear in TRIPS. although it is uscd in the Paris Convcntion.

used is "othcr use without authorisation:.
TRIPS. un 31.

The tenn
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when there is a "substantial likelihood that an identical product was made by the process

and the owner of the patent has been unable through reasonable efforts to determine the

process actually used."

4.4.2 The GCC States' Patent Laws

As with copyright, the development of a formal patent protection regime within the Gee is a

fairly recent event. Except for Bahrain and Kuwait, who both introduced patent legislation in

1955 and 1961,48 patent protection laws did not appear amongst the Gee states until the late

1980s/early 1990s. The concern oflhe Gee states for a strong patent protection regime has not

been particularly strong, simply because the environment to foster [ocal invention and

technology transfer has never really been established. Hence there has been neither the

generation of patent applications of local origin of any dimension, nor the opportunity for, or the

existence of, a thriving patent infringement industry (as exists in the case of copyright). The

issue of standards of patent protection performance in the Gee region has not generated any

great concern from the developed countries, except from those governments and industry lobby

groups representing the interests of the international pharmaceutical conglomerates. 49 The

relatively few patents which have originated from within the Gee states in recent times have

mostly come from the oil and mining industries in Saudi Arabia and Kuwait, have been lodged

See Chapter 3.3 for a detailed discussion of these early Bahraini and Kuwaiti laws.
The report or the USTR on the 2005 National Trade Estimate Report on Foreign Trade Barriers made little
comment on the state (parlous or othcrwise) patent protection in its GCC states. The only remarks expressing
concern orany substance wcre directed towards Saudi Arabia. Howcvcr.the conccrn was not in respect ofpalcnl
infringements but over perceived undue delays by Saudi Arabia in selling up and managing its patent office. The
report complained that the currcnt inadequale patcnt application process resulted in a large backlog of p..1lenl
applications and prevented US patent holders from oblaining adequate protection. See USTR. 2005 National
Trade Estimates 011 Foreigll Trade Barriers, 187·190. available at
www.ustr.govlDocumenILibrar....fReporlsPublicalionsl200512005NTEReport/Scctionlndex.htm!. lasl
accessed 20 January 2006.
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by expatriate residents rather than Gee state nationals, have been invariably owned by a foreign

company and have included a claim for priority based on an earlier foreign patent application. 50

While the principles enshrined in the various laws follow very similar themes and principles, and

display a high degree of regional common ground, the laws differ quite significantly in terms of

their breadth and attention to detail. The UAE current patent law is the most comprehensive

and extensive, extending to some seventy articles, most of which address matters of substance.

The Omani patent law, on the other hand, consists of only 24 clauses, and defers to the

subordinate implementing regulations to add some substance and to provide explanation of a

number of meanings and definitions. However, it should be noted that the UAE law also

encompasses industrial designs and models, for which Oman has a separate law.

Bahrain was the first Gee state to introduce a patent law with its pre-independence law of 1955

encompassing patents, trademarks and industrial designs. This law, amended in 1977, was

replaced in its entirety in January 2004 with Law No. I of 2004. Kuwait issued its original

patent law in 1962, and upgraded it in 1999 and again in 2001, but the necessary implementing

regulations for this latest amending law have still yet to be issued. In essence, Kuwait is still

operating under legislation which still includes elements of the 1962 Law, and its associated

implementing regulations. Kuwait has declared (but has not yet decreed) that the Gee Unified

Patent Regulations of 1992 as amended in 2000 are also in force in Kuwait.

Sce Unitcd Statcs Patent and Trademark Office Statistical Report. ··Patcnts l3y Country, State. and Ycar - All
P3Ient Types. Granted: 01/0111977 12/31/2004'", available at
www.uspto.gov/wcb/officeslaclido/ocip/taf/cst al1.hlm. last acccsscd 20 January 2006. Thc report displays the
number of US p3lents distributed by state and country of origin. The origin of a patent is detennined by the place
of rcsidcncc (as distinct from country of nationality) of the first-namcd invcntor. Thc rcport counts documcnts of
thc following type(s): utility patcnts (i.e.. "patcnts for invcntion"'). design patcnts. plant patcnts. rcissue patcnts.
statutory invention registrations. and defensive publications. On the assumption that any p..1tent for which
protection was sought bcyond a country would. as a first priority. scek protcction in thc United Statcs. the rcport
is an accurate indication of the extent of patent activity in the Gulf region. The Report indicates thaI. over the
twenly sevcn ycars from 1977 to 2004. patcnts wcre granted to residcnts in thc GCe states as follows: l3ahrain
5; Kuwait- 78; Oman - I; Qatar- 1; Saudi Arabia - 212; UAE -42.
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Oman issued its first and current patent legislation in 2000, previously having preferred to adopt

and adhere to the Gee Unified Patent Regulations. Notwithstanding the existence of its own

palenl law, Oman continues to recognize the validity of the Gee Unified Patent Regulation.

Qatar still does not have its own patent law. Instead it declares that it is party to and bound by

the provisions of the Gee Unified Patent Regulations. It should be noted, however, that the

Gee Unified Patent Regulations is essentially a registration statute, and includes very little by

way of enforcement provisions, notably in respect of infringements, precautionary measures and

sanctions. The Gee regulation defers these matters to each GCe state to establish within their

own domestic laws. Accordingly, Qatar will need to introduce its own patent laws, to address

these areas in particular, in the near future.

Saudi Arabia issued its original patent law in 1989, but replaced it in September 2004 with a new

law which also encompasses layout designs of integrated circuits, plant varieties and industrial

models.

In 2002, the UAE repealed its original 1992 law to both better reflect the changed commercial

environment in the UAE since the promulgation of that law and to also address the large number

of TRIPS obligations in which the original law was delicient. 51 However, the subordinate

implementing regulations still need to be issued before the law comes into effective use. The

UAE was also the first GCC state to accede to the Patent Cooperation Treaty (PCT), becoming

party to the Treaty in March 1999; Oman followed suit in October 2001. No other GeC states

" The 1992 patent law suffered from a number of shortcomings. not least of which being the exclusion of
phannaceutical products from protection. although phannaceutical processes werc still protcctcd.
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have yet joined them, although Bahrain will be required to accede to the peT as part of its

obligations under its recent free trade agreement with the United States. 52

Table 4: Current Patent Laws and Conventions in the Gee Stales

Hallrai,,:

KIlIWlit:

Olllflll:

Qalllr:

Silmii Ambill:

UA£:

Gee

Legis/lltil'/! Decree No. I of2004 ill respect of P(/fellf~' IIIItI Utility Motle/s.
Legi.~//Ifive Decree No. 31 of 1996 rtllifyillg B(limlill'~' acce.~~·io" to 'lie Paris
COlIl'l!lltioll jor the Protectioll ofIm!usl,iul Property.
Legis/lith';> Decree No. J2 oj 2004, (liloptilll:: tile Gee Ullified PflUIIf
ReguJflliolls ill Hu1lmi".

LIl'" No.4 of 1961 cOllceruillg Pafellls, Desiglls fil/{l 111(/us1r;a/ Models. (IS
(lII/em/ed by LIl", No. 4 of /999, IIml Lull' No.3 of100/.

ROj'al Decree No. 82/1000, promulgating the Pmelll La....
Royal Decree No.63/1998 promulgatillg tile SulrUll/lte's uccessioll to tile Ptlris
CO/n-elltiOllfor Ihe Protectioll ofImlustriul Property.
Mil/;!Jteritlf Deci!JiOlI No. 1411000 recogl/i!Jillg Ille GCC Ullijietl Pare'"
Reguluriolls (1991) liS the Pulellt Lu... ofOm(l/I.
Roytil Decree No. 3711001 rarifyil/g the Sull(/ll/lre'.\· accenilm 10 Ille Parent
Cooperatioll Treaty (PCT).

Mill;!Jteriuf Decree No. 31 of1001 ill re.~pect ofQtltar')· acceuioll to tile Ptlris
CO/ll'ellrioll for the Protectioll ofImlustr;ul Property.
LtI'" No. 11 of 1003, tldllpt;l/g rile GCC Vllijied Pate", Regl/ftlrilms, a!J
Ilmemletl, as the PlIfellf Lull' ofQurur.

Royul Decree No. M/17 of /415 AH (1004), the [lIW of PUlents, [(lyollt
Desigll!J ofII/fegmletl Circuits, Pfmlt Varierie)· ((tuill/dustritif /lfodels.
Royal Decree 111148 of /414 AH (1003), acceding to the Ptlri.~ COllvelltiOlI for
the Protectioll ofImfu!>rrial Property, lImf tile Beme CO/wel/rioll for tile
Protection ofLiterllry tmd Ani.~ticworks.

Federaf Law No. 17 of 1001 for rhe Imltmrial Regulllt;oll ((tul Pmrecriol/ of
Putellts, Imfllstrial Dmll'illgs (lIId Desiglls.
Federaf Decree No, 10 of1996, clll/cemil/g Ille UA£'s tlccessiOll1O rhe Ptlris
CO/n-elltiollfor Ihe Protectioll ofImlustriul Property.
Fetleml Decree No. 84 of1998, cOllcemillg the UA£')· access;oll to the Patellf
Cooperatioll Treaty (PCT).

GCC UI/ijietll)atellf Reglllatioll.~ of1991, (/S amemletl il/l000.

Source: compiled by Ihe author

The Supreme Council of the GCC issued its Unified Patent Regulations, and statute establishing

the Gee Patent Office in Riyadh, Saudi Arabia, in December 1992. These were subsequently

" The intellectual property provisions of the US-Bahrain and the draft U5-0man free trade agreements are
discussed in greater detail in Chapter 6.5.
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amended in late 1999 and re-issued in April 2000. The Gee Unified Patent Regulations allows

a member state to obtain protection across all GCe member states by the lodgement of a single

palenl application with the GCe Patent Office. 53

4.4.3 Patentability Scope and Criteria

In accordance with the requirements of TRIPS Article 27, the laws of the Gee states and the

Gee regulation provide that a patent may be granted for any new invention that is the result of a

new idea or an innovative improvement on an invention which may be already patented, in any

area of technology. The invention must be scientifically based and useful in industry, whether

this entails new industrial products, the development of new industrial techniques, methods or

processes, or new ways of applying well-known industrial techniques, methods or processes. 54

An invention can be considered as industrially applicable ifit can be used in any kind of industry

in the broadest sense of the word - which variously includes agriculture, fishing, handicraft or

services. 55 Hence Saudi Arabia, with the most recent patent law amongst the Gee states,

provides the latest prescription on what may be "new", "inventive" and "industrially applicable"

Under the 1992 Gee Regulations. duplication of application or registration with the Gee Patent Office and with
any Gee state national patent office was not pcrmilled. The Gee Patent Officc would not accept any p..1lcnl
application if a separate application had already been lodged or a patent granted in a member state. unless the
applicant undertook to first relinquish this other application or patent or as soon as a patent was provisionally
granted by the Gee Patent Office (Gee Unified Patent Regulations. art 29: Patent Office Guidelines. para. 11).
The force of this cumbersome restriction was never effectively tested. since none of the member states issued a
patent in its own right and originating from their own nationals (as distinct from an international palent) by the
time this restriction was deleted by the year 2000 amendments. In any case. the Gee Patent Office did not issue
its first patent until after the 2000 amendments to the Gee Unified Patent Regulation removed this exclusivity
restriction. applying it retrospectively to all applications already lodged.
Bahrain, Legislative Decree No. I of 2004, art I; Kuwait, Law No.4 of 1962 as amended by La\\' No.4 of 1999,
art I: Oman. Royal Decree No. 82/2000. art 2: Saudi Arabia. Royal Decree No. M/27 of 1425 AH (2004). art 43:
UAE. Federal Law No. 17 of 2002. art 4.
13ahrain. Legislative Decree No. I of2004. art 1: Saudi Arabia. Royal Decree No. MIl7 of 1425 AH (2004). art
43.
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"(a) An invention is novel if it is not anticipated by prior state of technology. In this respect, prior

state of technology means all that is disclosed to the public anywhere by means of written or oral

disclosure, by use, or by any other way through which knowledge of the invention is realized.

This has to be prior to the filing date of the patent application, or the priority application is

submitted. The disclosure of the invention to the public shall not count if it takes place during

the priority period. The Regulations shall specify other cases of invention disclosure which do

not fall within the meaning of prior technology and the provisions governing temporary

protection of inventions.

(b) An invention is deemed to involve an inventive step if, with regard to prior technology related to

the patent application, it is not obvious to a person with ordinal)' skills in the profession.

(c) An invention is deemed industrially applicable if it can be manufactured or used in any type of

industl)' or agriculture, including handicrafts, fishing and services." 56

Bahrain, Kuwait and the UAE have also adopted a definition of a utility model as an invention

which is not sufficiently inventive or creative to obtain a patent but which otherwise meets the

requirements of the patent law in terms of being new and of practical application in industl)'.57

Oman and Saudi Arabia, do not make any distinction between patents and utility models,

omitting from their respective laws any reference to the latter. However, it has been reported

locally that Saudi government is considering the introduction of a new industrial designs which

may include utility models, and that the responsible ministry will therefore be accepting

applications for registration in anticipating of the proposed law eventually appearing. 58 It is

worth noting that, while TRIPS does not make any reference to utility models, protection

afforded to utility models by Articles 1(2), 4 and 5 of the Paris Convention is still binding on

WTO members. Article I(2) of the Convention stipulates that the protection of industrial

property includes utility models.

"

Saudi Arabia. Royal Decree No. M127 of 1425 AH (2004). Article 44.
Bahrain, Legislative Decree No. I of 2004, art 30; Kuwait. Law No.4 of 1%2 as amended by Law No.4 of
1999. art 34bis: UAE. Fcdeml Law No. 17 of 2002. art I.
Reponed in AGIP News. June 2004. 2. at www.agip.com/bul1clin sub.asrx?vear=2004&rnonth=6&lang=en
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Commonly excluded from patentability is any invention (or the exploitation thereof) which may

represent a violation of public order or morality, or which may be harmful to the environment.

Oman, Saudi Arabia and the Gee regulation add a further condition which specifically excludes

from patentability any invention which may conniet with the principles of Islamic Shariah or

which affects national security, 59 The UAE recognises that inventions which may have national

security implications may still be protected but directs that they will be dealt with in accordance

with special procedures to be stipulated in the implementing regulations. 60 Besides these

possible exclusions, the common exclusions from patentability reflect the limitations as

prescribed by TRIPS Article 27.3, namely:

diagnostic, therapeutic and surgical methods for the treatment of animals or humans (but

not the products used in these methods);

planrs and animals other than micro-organisms, and essentially biological processes for

the production of plants or animals, (other than non-biological and microbiological

processes);

discoveries, scientific theories and principles, mathematical and business methods,

computer programs, pure mental activities and game playing.

Adequate protection for patented pharmaceutical and agricultural chemical products in the GCe

states has been, and continues to be, a matter for concern for the major multinational

pharmaceutical companies, and has caused their national governments to scrutinize the patent

laws of the GCC states. 61 The GCC states which had pre·TRIPS patent laws in existence,

namely Bahrain, Kuwait, Saudi Arabia and the UAE, specifically excluded from their earlier

S9 Oman. Royal Decree No. 8212000. art 2: Saudi Arabia. Royal Decree No. W27 of 1425 AU (2004). art 4(a):
Gee Unified Patcnt Rcgulations. art 2.

60 UAE. Federal Law No. 17 of 2002. art 6.2.
61 See USTR Annual 301 Repons discussed in Chapter 6.3.
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laws patent protection for chemical inventions relating to foodstuffs, medicines or

pharmaceutical formulae. However, the Gee states would argue that pharmaceutical and

agrochemical products now receive full patent protection by virtue of their non-inclusion in the

above statement of exclusions from patentability. Kuwait, Saudi Arabia and the UAE, for

example, each originally excluded from protection:

"Chemical inventions relating to foodstuffs, medical drugs or phannaceuticals unless those products
are manufactured in special chemical methods. In this case, the protection shall be for the methods of
manufacture not the products themselves.,,62

but have removed this particular reference in their current laws to bring their lists of exclusions

into line with TRIPS Article 27.3.

The UAE has also taken steps that go further than any of the other Gee states towards meeting

the requirements of TRIPS Articles 65 and 70 in respect of providing transitional arrangements

leading to longer term protection and short term marketing advantage. While TRIPS Article 65

encompasses all new technologies not currently protected in a member state, its major focus is

on pharmaceutical and agrochemical products. Articles 70 and 71 of the UAE patent law

acknowledge that, at the time the law was issued, the UAE was not yet in a position to ensure

effective protection immediately, but provide that inventions dealing with the chemistry of drugs

or pharmaceutical compounds would be protected by letters patents or utility certificates if they

met the conditions provided for in the law and its implementing regulations as of 1 January

2005. In the meantime, the UAE would continue to accept, register and examine patent

applications in respect of pharmaceutical products, and to grant the product exclusive marketing

rights for a period of five years or until the patent was granted of refused, whichever came first.

Kuwait. Law No.4 of 1962. an 2(2): UAE, Federal Law No. 44 of 1992. an 6(ii).
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4.4.4 Rights Conferred by a Registered Patent

Chapter 4

The patent laws of the Gee states generally provide that the owner ofa patent has the exclusive

right to exploit the invention by manufacturing, using such invention and importing what is

manufactured thereof, selling and offering it for sale, irrespective of whether the subject of the

palenl is a product or a process. 63 The owner is also protected against the importation and

offering for sale of a patented invention by a third party. Where the patent has been granted for

a process, the owner enjoys the right in respect of the process and in respect of any product

directly obtained by means of that process. Kuwait's law simply states that "the patent owner

shall have the exclusive right of utilizing the patent in every way.,,6-l

Consistent with the requirements of TRIPS Article 33, all GCC laws provide patent protection

for a period of twenty years. While the Bahrain, Kuwait, Saudi, UAE laws and the GCe

regulation (and hence Qatar) grant protection from the date of filing, Oman's law stipulates that

protection is granted from the date of obtaining the patent, but adds that an application enjoys

the same level of protection as that provided for a patent until such time as the patent is

granted. 65 Of those states that recognise utility models, namely Bahrain, Kuwait and the UAE,

Bahrain and the UAE provide for a period of protection of ten years from date of filing;

Kuwait's "patents for models of lise", may receive protecrion for only seven years from date of

application, with no provision for renewal. 66

Bahrain. Legislative Decree No. I of 2004. art 11.2; Oman. Royal Decree No. 8212CHXl, art 9: UAE. Federal Law
No. 17 of 2002. art 15.
Kuwait, Law No.4 of 1%2, art 10.
Bahrain. Legislative Decree No. I of 2004. art 14: Kuwait. Law No.4 of 1%2 as amended by Law No.4 of
1999, art 12; Oman, Royal Deeree No. 8212000, art 11: Saudi Arabia. Royal Decree No. M/27 of 1425 AH
(2004). art 19: UAE. Federal Law No. 17 of2oo2. art 14.
Kuwait, Law No.4 of 1999. art 34bis (a).
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All Gee states allow for claims of priority under certain conditions in respect of a patent

application first lodged in another country. Generally, claims of priority are allowed if the

original application is lodged in a country which is a WTO member or is party to an

international agreement or treaty to which the Gee slale has also acceded. By virtue of their

Patent Cooperation Treaty (peT) accession, Oman and the UAE further provide for claims of

priority on the basis an application first submitted in any of the other 128 (as at 15 October

2005) peT member countries. The period of time for claiming priority is twelve months from

date of first filing (except for Bahrain, which permits a priority period of only three months).67

4.4.5 Process Patents: Reversal of Burden of Proof

Saudi Arabia alone orthe Gee states makes provision for the reversal orthe burden of proof in

respect of process patents, to the extent required by TRIPS Article 34; namely when the product

obtained by the patented process is "new", or when there is a "substantial likelihood that the

identical product was made by the process and the owner of the patent has been unable through

reasonable efforts to determine the process actually used",68

Bahrain acknowledges the need to include such provision, but only in respect of the second of

the two conditions stipulated in TRIPS Article 34.1; that is, where there is a substantial

likelihood that the identical product was made by the patented process and the patent owner has

been unable through reasonable efforts to determine the process actually used. 69

Bahrain, Legislative Deeree No.1 of 2004, art 6.
Saudi Arabia Royal [>Ceree No. M127 of 1424 AH (2004). art 48.
Bahrain, Legislative Decree No.1 of 2004. an 12.



152 Chapter 4

The fact that provision for the reversal of the burden of proof has been considered by some of

the other states would seem to indicate that the issued has been put to one side rather than

forgotten. Oman indicated to the Council of TRIPS during the COllncil's review of its

intellectual property legislative regime, that the issue of reversal of burden of proof in respect of

process patents would be included in a possible comprehensive enforcement law incorporating

all intellectual property, which was currently under consideration. 70 The UAE had considered

the inclusion of an appropriate clause at a late stage in the drafting process for its 2002 law, but

for some unexplained reason, did not include any such provision in the final promulgated

version. 71 Such omission by the Gee states may not be entirely accidental or unintentional.

Retention of the burden of proof upon the complainant, being the right holder of the patent and

thus most likely of foreign origin, would work in favour of local industry and against the

likelihood of successful "strategic litigation" by the foreign right holder. 72

4.4.6 Compulsory Licencing

All Gee states and the Gee itself take advantage of provision for compulsory licencing as

permitted by TRIPS Article 31. Generally, the states' laws provide that a compulsory licence

"

"

t·towever. such a law has not been produced. and is unlikely to appear. Despite having stated to the Council of
TRIPS on morc than onc occasion that it is cxamining thc introduction of a eomprchensivc enforcement law,
Oman has never been in favour of the idea. The idea has been actively pursued by the United States as a solution
to what it pereeivcd as grossly inadcquatc sanctions which laekcd any detcrrent capacity. By achicving Oman's
agreement to significantly increase sanctions in just one area of intellectual property. the United States would be
able 10 have them applied across the full spectrum of intellcctual propcrty protcction in one fell swoop. Howcver.
Oman believes that it has gone some considerable way in allempting to meet some of the US concerns by
intcnding 10 adhere to a consistent package of sanctions across all its intellectual property laws: intervicw
conducted by the author with officials in the Oman Ministry of Commerce and Industry, December 2004.
In June 2002. the UAE reported to the Council ofTRII'S. in a response to questions from members. that the draft
amendmcnts to its p..1tent law provided thaI. "in thc case of litigation conccrning process patents. thc court shall
have the authority to order a defendant to prove the manufacturing process which he has used is different from
the proccss protected by the Patent'" Howcver, this provision docs not appear in the settled law, which appeared
later that same year. Sec WTO DocumentlP/C/Wl291/Add.2 (02-1093). 5 March 2002. 3.
Fred Warshovsky. quoted by Carlos Correa. Inlel/ectllal Property and Inlernational Trade. (1998), 217.
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may be granted in circumstances where the patent or utility certificate has not been utilised

actively and seriously within three years from being awarded, or where the patent holder's

refusal to grant a license to utilize it may impact upon the establishment or development of

industrial or commercial activities within the slale concerned. 73 Bahrain and Saudi Arabia

require utilisation of the patent or utility certificate to occur within four years from date of

application or three years from grant, whichever is the longer period. 74 The party seeking the

award of a compulsory licence must be able to demonstrate that efforts were made to obtain a

licence from the patent holder for a reasonable price and under reasonable commercial

conditions, and that the applicant has the means and capacity to sufficiently exploit the

invention. 75 Conditions attached to the issuance ofa compulsory licence, which largely reflect

those stipulated by TRIPS, require that:

the patent or utility certificate holder is entitled to receive fair compensation;

the compulsory licence is non-transferable, except where the ownership of the

establishment of the licensee or the part thereof utilizing the patent has been assigned;

the issuance of the compulsory licence is intended to satisfy the needs of the local

market only (the assumption being that local market means national market);

while the exploitation rights of the licencee extend to manufacture, usage or sale of a

product, or use of a process, it does not extend to the right to import the product

(Bahrain, Oman, and UAE only);

"

"

Bahrain. Legislative Deeree No.1 of 2004. art 25: Kuwait, Law No.4 of 1%2 as amended by Law No.4 of
1999. art 29: Oman. Royal Decree No. 82/2000. art 15. 18: Saudi Ambia, Royal Decree No. M127 of 1425 AH
(2004). art 24: UAE. Federal Law No. 17 of2002. art 24.
Bahrain, Legislativc Dceree No.1 of2004, art 25: Saudi Arabia. Royal Dcercc No. M/27 of 1425 AH (2004), art
24.
Bahrain, Lcgislativc Decree No. I of 2004, art 25; Kuwait. Law No.4 of 1%2 as amcndcd by Law No.4 of
1999. art 29: Oman. Royal Decree No. 82/2000. art 17: Saudi Arabia. Royal Decrec No. M127 of 1425 AH
(2004). art 24: UAE. Federal Law No. 17 of2002. art 24.
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the compulsory licence is non-exclusive, and the right holder may still exploit the patent

or licence others to do so.

In the case of semi-conductor technology, Bahrain, Saudi Arabia and the UAE provide thai the

compulsory license may be granted only for public, non-commercial lise, or to remedy a practice

determined after judicial or administrative process to be anti-competitive or an act of unlawful

competition. 76

Notwithstanding the requirements of TRIPS Article 27.1 that "patents shall be available and

patent rights enjoyable without discrimination as to the place of invenlion ... and whether

products are imported or locally made", Bahrain, Oman and the UAE stipulate that importation

is not deemed to be "working" a patent and therefore does not constitute justification for

precluding the granting of a compulsory licence to another party. 77 This would appear to be in

direct contradiction of TRIPS Article 27.1, and the Gee Unified Patent Regulations Articles

12.1 and 12.2, all of which recognise importation as working the patent, and thereby a ground

for precluding the issuance of a compulsory licence. [t would also appear to be discriminating

against patents on the grounds of origin, again contrary to TRI P$ Article 27.1, but it is a

discrimination that works in favour of the Gee states.

Both Oman and the UAE have separately confirmed that "import of the product shall not be

deemed a legitimate reason to prevent the issue of the obligatory authorisation" (compulsory

"

Bahrain. Legislative Decree No. I of 2004, art 25; Saudi Arabia. Royal Decree No. M127 of 1425 AH (2004), art
24(b); UAE. Federal Law No. 17 of 2002. art 24.1(h).
Bahrain. Law No. I of 2004. art 24.b: Oman. Royal Decree No. 8212000. art 15(c); UAE. Federal Law No. 17 of
2000. art 24.2. The Bahraini law stipulates that "using" a patent in the eonte:>.:t of avoiding the invOC<1tion of the
compulsory licencing provisions is limited to production or usc in the State of Bahrain; hence importation docs
not satisfy the usc requirement. When Bahrain was questioned on this point in the Council ofTRWS. it adviscd
that the then draft patents law to which it referred in its response did not include this narrow "usc" definition (or
possibly. Bahmin was selective in its quotation of Article 24. when giving its response). Oman and the UAE both
stipulate unequivocally that importation is not deemed to be not working the patent.
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licence).78 In response to questioning from WTO's Council of TRIPS on this apparent

contradiction, Oman has offered the following explanation of its position:

it has become clear that Article 27/1 of TRIPS do [sic] not contradict with Article ISle of the

Patent law as Article 27/1 deals with the Patent Law and the patentable materials in general while the

Article 15/e of the patent law deals with obtaining the compulsol)' licence in exploiting the patent and

the importation is not considered as legal reason to grant the compulsol)' Iicence.,,79

The Omani response would appear to simply add to the contradiction, or at least to confuse the

issue; in any case, the response was not pursued further within the Council ofTRIP$. The UAE

has similarly confirmed before the Council that importation does not satisfy the requirements of

working a patent, but again, like Bahrain and Oman, has also clouded the issue. lIo More

importantly, these three laws represent the most recent position on working a patent, and could

well be followed as precedents by the other Gee states in their future patent law upgrades. In

any case, the WTO developed member states have seen little point in lodging a dispute against

(or "seeking consultations with") any of the three GCC states under the WTO's Dispute

Settlement procedures over the states' respective stances on patent working. 81

"

"

In the case of Oman. WTO Council for Trude-Related Aspects of Intellectual Property Rights, Cilecklisl ofIssues
on En/orcemenl: Responsesfrom Qalar. Document IP/Q/OMN/I (03-1675). 24 March 2003.
In the case of the UAE. WTO Council for Trude-Related Aspects of Intellectual Property Rights, Review of
Legislation: Ihe Vniled Arab Emirales Document IP/C/W1291 (01-3419). 10 July 2001, 5. Thc UAE has also
e10uded the issue on importation in similar fashion to l3ahrain. It originally advised thc Council of TRIPS that
"in defending his position. the owner of the patent cannot introducc importcd product as a valid ground. It docs
not present a legitimate rcason for avoiding compulsory licensing if onc or morc of the reasons rcferred to in thc
above-mentioned Article 23 of the Patent Law arc met:' When the UAE was further questioned on this point, it
advised that '·the approvcd amendment of the Artiele 23 of thc Patent and Designs Law docsn't stipulate any
more that the importation of the product is not considered legal justification for the owner to avoid compulsory
licence. Thcrefore. the Patent law relatcd provisions arc now in conformity with Article 27 and 31 of the TRIPS
Agreement:' (WTO Document IP/C/W/291/Add. 3 (02-3461). 24 June 2002. 24 June 2002). However. when the
amended Patcnt law was issued a few months later. it retained the provision in the earlier Jaw which excluded
importation as working the patent.
WTO Council for Trade-Related Aspects of Intellectual Property Rights. Review of LegislmiOfI: Oman.
Document11'/Q/OMN/1 (03-1675). 24 March 2003
WTO Council for Trude-Related Aspects of Intellectual Property Rights, Checklist of Issues on Enforcemem:
Uespol/ses from QOlar. Document II'/C/WI291.Add 3 (02-3461). 24 June 2002.
There would have been little point in the United States bringing such a dispute. since it had already "eovered the
ground" on this issue. In May 2000 it brought a dispute (DS199 of 30 May 2000) to the WTO's Dispute
Settlement Body (DSB) against I3razil in respect of the provisions on the local working of a patent contained in
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The Bahrain, Oman, and Saudi laws confer authority for granting and revoking compulsory

licences upon the responsible minister (or minister-equivalent in the case of Saudi Arabia).82

The UAE law, on the other hand, requires such decisions to remain in the jurisdiction of the

courts, although the responsible Minister may grant the compulsory licence where the

exploitation oflhe paten! is deemed to be in the national interest.s3 The Kuwaiti law goes to the

other extreme and still leaves the authority with government officials - a lingering influence of

the law's original 1962 provisions that have not been updated or excised84 In any case, the

Bahraini, Omani and UAE ministerial decisions are still subject to judicial appeaL 85

While the Gee regulation provides prescription in respect of the grounds for issuing compulsory

licences, it generally defers 10 state laws in respect of provision for compulsory licencing.

However, the Gee Patent Office may still grant a compulsory licence to a government agency

of a Gee stale to exploit a patent, albeit still subject to the conditions that prevail in the state

legislation. 86 The Gee Patents Office claims (although it is not specified in the Regulalions or

suoordinate Bylaws) that the prior consent of all six Gee states must be given for the Office to

"

"'
"
"

Article 68 of Brazil's industrial property law (Law No. 9.279 of 14 May 1996). The position already laken by
Brazil was very similar to lhal adopled by Bahrain, Oman and lhe UAE. In what was more or less a face-saving
win for either side. lhe US agreed to withdraw the dispule and senle ilS difTerences with Brazil outside the formal
WTO DSB forum. It also acknowledgcd that its dispute related to the potential usc by Brazil of its Article 68
rather than any aelual application. In return. Brazil. whilc asscrting lhal its palent law did not eonlmvene TRIPS
Article 27, agreed to hold prior consultation Wilh lhc US if it ever dceided to imposc a compulsory licenee on a
US held p<1tent in Brazil. Brazil also agrecd 10 withdraw ils own complaint to the WTO DSB against the US over
patcnt rights in respect of inventions made with US federal assislanee (DS224 of31 January 2001). See WTO
Dispute Sellicmenl: Dispute D5199: Bra:i1 - Meas/lre Affecting Patent Protection. and WTO Dispute
Selllcment: Dispute DS224: United Stales - US I'atelll Code. Documents WT/DSl99/1 and 3 (01-0093 and 01
3506), both available at www.wto.orglenglishltralop e/dispu cI
Saudi Arabia's King Abdul Aziz City of Science and Technology (KACST). is the national centre responsible for
patents. and all olher industrial property. policy and administration. The City is essentially a spccialist ministry,
and its President holds ministcrial status within the Saudi Council of Ministcrs. Appeals against a dcten11ination
by lhe President of the KACST may be made 10 a Commission appointed by the President of KACST and
approved by thc Saudi Council of Ministers. Thc Commission is responsible for hcaring all disputes and appeals
against decisions handed down in industrial property matters. It also makes detenninations in respect of minor
infringements of and non-compliance with the patent law and its subordinate regulations. See Saudi Arabia,
Royal [>terce No. M127 of 1425 AI-! (2004). art 27. 28.
UAE, Fedeml Law No. 17 of 2002, an 28. 29.1.
Kuwait. Law No.4 of 1962 as amended by Law No.4 of 1999. art 29.
Bahrnin, Legislative Dccree No. I 01'2004. art 36; Oman, Royal Decree No. 82/2000. art 20; UAE. Fedcral Law
No. 17 of 2002. art 29.2.
GCC Unified Patent Regulations as amended 2000. art 20.3
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issue a compulsory licence, which constitutes an additional guarantee against any abuse in

compulsory licencing by a member state. 87 In practice however, the granting of compulsory

licensing has never been exercised by the Gee Patent Office, in order 10 test this requirement.

4.4.7 Infringements

The patent laws oflhe Gee states reveal a high degree ofconsistency in their descriptions oflhe

nature of the infringement of patent rights, although the remedies and sanctions available differ

markedly. The laws are also rather succinct, perhaps overly so, when compared with the

infringement descriptions contained in the corresponding copyright laws. The laws offer only

the broadest definition of acts which may constitute an infringement, as generally being "any act

of exploitation of rights provided for in the provisions governing each of the patented subject

matters ... without the written consent of the registered patentee... ". 88. Acts of exploitation in

essence include the making, importing, offering for sale, or storing for such purposes, in respect

of goods the subject of a patent or goods produced directly by a process the subject of a patent.

Oman and the UAE, in almost identical terms, both add the act of providing false information or

documents to obtain a patent or utility certificate as an infringing act. 89

The Bahrain and Kuwait laws, again in virtually identical language, stipulate that a person who

knowingly and unlawfully commits any of the following acts infringes against the rights of the

patent owner:

imitates an invention or utility model for which a patent was granted pursuant to the law;

" See Patent Office news. available at www.gulf-patenl-office.org.salKegulationframe.htm.
November 2004.

88 As stipulated by Saudi Royal I:>ccree No. Mn7 of 1425 AU (2004). art 34.
89 Oman. Royal Decree No. 8212000, an 24; UAE. Federal Law No. 17 of2002.art 62.

last accessed 30
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labels products, advertisements, marks, packaging or wrapping materials, or the like in a

manner indicating that he has obtained a patent or utility model patent;

produces, sells, displays for sale or distribution, imports, or obtains for trading purposes

a product protected by a patent in the state. 90

As occurs in respect of trademark protection, all GCe states make provision for precautionary

measures to be sought in instances of threatened or actual infringements.

4.5 Copyright and Neighbouring Rights

4.5.1 TRIPS Copyright Provisions and Obligations (Articles 9·14)

TRIPS utilises and adds to the substantive provisions as enshrined in the Berne Convention, as

the foundation for its copyright protection standards. TRIPS does not fully elucidate on the

nature of literary or artistic works to which are entitled protection, but instead obliges members

to comply with Articles I through 21, except Article 6bis, and the Appendix of the Berne

Convention, which address issues of protectable subject-matter, minimum terms of protection,

rights to be conferred, and permissible limitations to those rights. 9t The Berne Convention

Bahrain. Law NO.1 of 2004. art 41; Kuwait. Law NO.4 of 1999. art 46.
TRIPS art 9.1. Article 2 of the Berne convention lists the main group of artistic and literary works which arc
entitled to reccive protection. They include the following:
"(I) The expression "literary and artistic works" shall include every production in the literary. scientific and
artistic domain. whatcver may be the modc or form of its expression. such as books. pamphlcts and other
writings: lectures, addresses, sennons and other works of the same nature: dramatic or dramatieo-musieal works:
ehorcogrnphie works and entertainments in dumb show; musical compositions with or without words;
cinematographic works to which arc assimilated works expressed by a process analogous to cincmatography:
works of drawing. painting. architecture, sculpture, cngrnving and Ilthogrnphy; photographic works to which arc
assimilatcd works exprcsscd by a proccss analogous to photography: works of applicd art: illustrations, maps,
plans. skctches and three-dimensional works relmive to geography. topography. architecture or scicnec.
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Appendix allows developing countries, under certain conditions, to make some limitations to the

author's rights in respect of the translation and reproduction copyright works. The provisions

for the protection of moral rights as enshrined in Article 6bis of the Berne Convention, are

specifically excluded from TRIPS, and therefore receive neither acknowledgement nor

protection. However, TRIPS Article 2.2 and Article 9.1 still require members to comply with

other Berne Convention provisions which address some moral rights elements, namely,

ArticlelO (3) (right of the author to be mentioned in quotations of the author's work), Article

1Ibis (2) (the moral rights of the author in broadcasting and public communication), and

Appendix Article IV (3) (the obligation to indicate the name of an author in the case of

translations or reproductions produced under licence).

TRIPS Article 9.2 confirms that copyright protection shall extend to expressions and not to

ideas, procedures, methods of operation or mathematical concepts as such. Computer programs,

whether in source or object code, shall be protected as literary works under the Berne

Convention, and hence only those limitations that apply to literary works may be applied to

computer programs. 92 Databases and other compilations of data or other material, whether in

machine readable or other form, are similarly protected under copyright, provided that they

constitute intellectual creations by reason of the selection or arrangement of their contents. 93

Such protection does not extend to the data or material itself, and is without prejudice to any

copyright otherwise subsisting in the data or material.

(3) Translations. adaptations. amlngernents of music and other alterations of a literal)' or artistic work shall be
protected as original works without prejudice to thc copyright in the original work.

(5) Collcctions of Iitcral)' or artistic works such 35 cncyclopacdias and anthologies which, by reason of thc
selcction and arrangement of their contents. constitute intellectual creations shall be protected as such. without
prejudicc to thc copyright in each of the works forming part of such collections.'·
TRIPS. an 10.1.
Ibid, an 10.2.
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TRIPS Article 11 establishes the existence of rental rights for computer programs, and of

cinematographic works in certain circumstances. Authors shall be provided with the right to

authorize or to prohibit the commercial rental of originals or copies of their copyright works. In

the case of cinematographic works, the exclusive rental right is subject to the so-called

impairment test: a member is excepted from the obligation unless such rental has led to

widespread copying of such works which is materially impairing the exclusive right of

reproduction conferred on authors. In the case of computer programs, the obligation to provide

rental rights where the program itself is not the essential object of the rental.

The related rights pertaining to performers, producers of phonograms and broadcasting

organizations, are stipulated in TRIPS Article 14. Rather than simply cross-reference, as it has

done to the Berne convention in respect of literary and artistic works, TRIPS reproduces the

substantive rights recognized by the Rome Convention, albeit in a simplified form. Performers

shall have the possibility of preventing the unauthorized fixation of their live performance, the

reproduction of such fixation, and the unauthorized broadcasting and the communication to the

public of their live performance, although the fixation right covers only aural, and not

audiovisual fixations. 94 Producers of phonograms are entitled to an exclusive reproduction right

and an exclusive rental right, while broadcasting organizations shall have the right to prohibit the

unauthorized fixation, reproduction, and rebroadcasting of broadcasts, as well as any other the

public communication of their television broadcasts. 95

TRIPS addresses the question of terms of protection by again making reference back to the

Berne Convention or by reproducing the provisions of the Rome Convention. In the case of an

artistic or literary work, photograph or work of applied art, TRIPS defers to the Berne

Ibid. art 14.t.
Ibid. art 14.2 3.
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Convention provisions.96 TRI PS also provides that, except for a photographic \\Iork or a work of

applied art, where a minimum term is calculated on a basis other than the life ofa natural person,

the term shall be not less than fifty years from the end of the calendar year in which the work

was published or otherwise made. 97 However, TRIPS restates the terms of protection stipulated

in Article 14 of the Rome Convention for performances, phonograms and broadcasts, and

extends them to fifty years for works by performers and producers of phonograms, and 20 years

for broadcasting organizations, calculated from the end of the year in which the performance,

recording or broadcast took place. 98

Where members permit limitations or exceptions to exclusive rights, they are required to confine

them to certain special cases which do not conflict with a normal commercial exploitation of the

work and do not unreasonably prejudice the legitimate interests of the right holder. 99 [n any

case, any such limitations or exceptions must still remain within the extent permitted by the

Berne Convention, or the Rome Convention in the case of

phonograms and broadcast organizations.

4.5.2 Current Regional Copyright Legislation

performers, producers of

Although the GCC states generally have long provided some limited degree of protection to a

narrow range of published artistic, literary and scientific works through laws dealing with proper

commercial practice and the control of publications and publishing houses, the introduction of

regional copyright protection legislation has been a very recent phenomenon. The catalyst for

Article 7 of the Berne Convention. Article provides that a literary work shall be protected for the life of the
author plus fifty years. while the minimum term of protection for a photograph or work of applied art shall be 25
years,
TRIPS. art 12.
Ibid. art 14.5.
Ibid. an 13.
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the introduction of specific copyright laws arose more from external pressures from developed

countries for frameworks to protect their copyrightable works in the region, rather than a pro-

active local appreciation of the imperatives for comprehensive copyright protection. As earlier

discussed 100, not all Gee states had copyright laws in force by the time of the introduction of

TRIPS, and those laws that were in existence fell some way short of the minimum protection

standards required by TRIPS.IOI Hence, most states have been required to re-visit their

copyright laws with a view to bringing them at least up to the standard of TRIPS and the olher

major international conventions, and somewhat closer to the standards of protection being

demanded by foreign governments.

Copyright protection in Bahrain relies on the pre-TRIPS copyright law that dates from 1993,

and which therefore falls somewhat short of the TRIPS standard; amongst a number of other

shortcomings, it does not include any substantive provision for MFN treatment or for the

protection of neighbouring rights, and provides penalties that are second only to those of

Kuwait in terms of their leniency. A new law, which will address these shortcomings and

which Bahrain asserts will generally be TRIPS compliant, is reporledly in the final stages

before promulgation. 102 However, this law has been in "final stages" since 2001, and is

rumoured to be awaiting further necessal)' changes arising from the recent US-Bahrain FTA. lOJ

Kuwait's post-TRIPS copyright law follows fairly closely the Bahraini law, in terms of

structure objectives and approach, but has taken the opportunity to address some of Bahrain's

TRIPS shortcomings and thereby achieve a large measure of compliance with TRIPS. In

particular, it includes a large measure of detail on both rights in collective works and

100 See Chapter 3.2.3 and 3.5.3 for earlier discussion on pre-TRIPS copyright protection standards in the GCC states.
101 By 1995, and thc introduction ofTRlPS, only Bahrain (1993). Saudi Ambia (1989) and the UAE (1992) had

copyright laws in place. Kuwait was the last of the GCC states to introduce a copyright law. with its 1999 decree.
100 WTO Document IPINf6lBHRll (01.31 00), 21 June 200 I. 2.
103 Interview conducted by the author with officials in the Bahmin Ministry of Cabinet Affairs and Infonnation.

December 2004.
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neighbouring rights. However, it still has the lightest penalties of any of the Gee copyright

laws, a situation that has caused it to attract considerable criticism from the United States and

from the international copyright industry lobby groups. 104

Oman, Qatar, Saudi Arabia and the UAE have all undergone the process of initially enacting

copyright laws and subsequently substantially amending or replacing them, in each case since

2000. Oman underwent this process as part of its WTO accession process, introducing its first

copyright law in 1996 at the time of its initial application, but subsequently replaced it as a

consequence of WTO legislation examination process, just prior to acceding to the WTO

Protocol in October 2000. The Saudi law has been through similar scrutiny. The UAE's law

retains levels of protection previously provided by its copyright law of a decade earlier, but

strengthens the nature of the protection for to computer programmes, and redefines the rights of

performers, producers of sound recordings and broadcast organisations. The law reflects a

dramatic shift in attitudes towards the protection of all copyrightable material within the UAE

government, business, and community environments since the original law was implemented.

Most GCC states have now acceded to the Berne Convention, although this does not necessarily

greatly enhance the level of copyright protection they provide; with the exception of the

protection of an author's moral rights, the standards of the Berne Convention have already been

largely incorporated into TRIPS. More recently, some of the states have also acceded to the

WIPO "internet treaties", namely the WIPO Copyright Treaty (WCT) and the WIPO

Performances and Phonograms Treaty of 1996 (WPPT), both of which aim at providing

enhanced levels of protection for technological and internet-based copyright material. 105

1~ Sec Chapter 5.2.5. and 5.3.2 and Chapler 5.3 lor further discussion on Kuwaifs copyright law. its level of
penaltics. and its cnforecmcnt.

lOS These two treaties arc discussed further in Chapter 6.4.
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Table 5: Current Copyright Laws and International Conventions in the Gee States

Chapter 4

Ba1lm;,,:

Kuwait:

Omf/ll:

Samli Ambia:

UA£:

Legi~'ltltil'eDecree No. /0 of1993 with respect 10 tile Protectioll a/Copyright.
Legis/lltive Decree No. /9 of 2005 rtltijj'illg Btll1rt1ill'~' tlcce~'siQII to 'he WIPO
/)er!Orlllllllce.f (lilt! PllOllogmnls Treat)' (lilt! ,IIe WIPO Copyright Treuly.
Legisilltive Decree No. 30 of /996 ratW-;lIg the 8l11/mi,,'s accessioll (0 'lie Reme
COIli'lmtiol/ for ,lte PrOlection ofLitemry (/11(/ Art;stic works.

Law No. 64 of /999. GMemil/g Copyright!> (I/l(/ Neighbourillg RighI!> (issued tiS L(fw
No.5 of /999 ,Iurillg ,IIe periml of fliuolulioll of Parliumelll, Reissued by tile lIew
Pllrlillmellt tiS LtI.., No. 64 of 1999).
Lflw No. /6 of /986, accl!flillg 10 'lie Arab Agreemem for tile Protectioll ofAII/"or'~'
Rights.

ROyfll Decree No. 3712000, the Lflw 011 the Protectioll of Copyrights fIIlfl
Neighbouring Right!>.
Royal Decree No, 5312005 mtifYillg O/lUIII'S flccessioll to the W/PO Perforl/ulllces
tIIul Pho/lOgmm:'i Trellty (WPPT) 111/(1 the W/PO Copyright Trellty (WCT),
Royal Decree No. 6311998 rmi/yillg OI/IfIll'S accession to lite Berne COIH'emiollfor
the Protection of Litemf)' alld Arti!>tic works f/llt/ the Pllri~' CO/lI'ention for the
I)rotectioll of /lIfllistriall)roperty.

Law No, 7 IIf2002 in respect ofCopyrigltts alld Neigltbfl(trillg Rights,
Law of July 2005 ratifj'illg Qutar's accessioll to the W/PO PerfornulI1ces fil/(l
Phonograms Tre((/y (WPPT) (md 'he W/PO Copyright Treaty (WCT).
Lull' No. 31 of 2001 in re,~pect ofQflwr's accessioll to tile Beme COIII'e/ltioll for tlte
Protection ofLitemf)' (/1/(1 Artistic works,
Lf/W No. 50 of /986 in respect oftile acceuioll ofQutar 10 tile Leflgue ofArab Slflle,~

Agreemell1 for the Protectioll ofAuthor's Rights

ROyfll Decree No. MI41 of /424 AH (2003) cOllcemillg Copyright.
Rllyfll Decree No. MI48 of /424 AH (2003) ratifying Sa(((1i Arflbifl 's flccessifm 10 tile
Berne COllventioll for tile Protectioll of Litermy tIIul Artistic works tIIul tile Paris
COIH'ellli01lfor the Protection of11/(lustrilll Property.
ROyfll Decree No. 1111/2 of 14/4 AH (/994), u~'semillg to lite Unil'ersal Copyrigltt
COIH'ellli01l.

Fetleml Lilli' No. 7 of2002 cOllceming Copyright tIIul Neighbouring Rights.
Federal Lmv No. 10 of 2005, rflti/yillg the UAE',\' accession to the W/PO
Perj'orttlflllces fIIul PllOllogmms Treat)' (WPPT).
Federal Law of October 2004 "'ti/yillg 'he UAE's flccessioll to ,lte /lIIertlatiomfi
COl/veil/ion for tile Protection of Perj'ormer,~, Producers of PllOl/ograms fIIlfl
Bromlcflstillg Orgtll/iZJ/tions (Rome Convell1ioll.
Federal Law of April 2004 ratifj'illg lite UAE'~' acce,~~'ion to tile WIPO Copyriglt,
Treuly orCTJ,

Source: compiled by Ihe AII/hor
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4.5.3 The Nature of Copyright Protection

Amongst the copyright laws of the GCe states, an author is variously defined as:

Chapter 4

"a person who produces or invents a work in the fields of literature, science, articles or who writes

any written work or produces any creative work relating to any kind of knowledge, in which case

such intellectual work is attributed to him by way of clearly displaying his name on it or with the use

ofa pen-name or by any other method unless there is proof to the contrary." 106

Or:

"except as proved otherwise, any person who publishes a work and claims authorship either by stating

his name on the work or by using any other means to claim authorship of the work."I07

And elsewhere, quite simply as:

"the natural person who created the work."I08

The declared purpose common to all the copyright laws is to protect the authors of creative

works which are of a literary, scientific, artistic and cultural nature in general regardless of the

nature of such works, or the type thereof, or the method of expression lIsed therein, or the

purpose of writing or creation. 109 The stales' laws generally replicate the range of protectable

works as listed in the Berne Convention Article 2, including derived works with creative

106 Bahrain. Legislative Decree No. 10 of 1993. art I.
107 Kuwait. Law No. 64 of 1999, art I and UAE Federal Law No.7 or2002. all include almost identical definitions.
108 Oman. Royal Decree No. 37/2000. art 1: Saudi Arabia. Royal Decree No. M/48 of 1424(2003). art 1.
109 Bahrain, Legislative Decree No. to of 1993. art 2; Kuwait. Law No. 64 of 1999, art 1; Oman, Royal Deerec No.

3712000. art 2: Qatar Law NO.7 of 2002. art 2: Saudi Arabia. Royal Decree No. M/41 of 1424 AH (2003), art 2:
UAE. Federal Law No.7 of 2002. art 2.
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elements and translated works. 110 However, they also generally make provIsion for the

protection to be extended to folklore or works of national culture, which are not mentioned In

either TRIPS or the Berne Convention. 111

Similarly, the copyright laws Gee states replicate the Berne Convention's list of works to which

protection is commonly not extended, such as legislation, court judgments and administrative

determinations, international agreements and treaties, official documents and their translations,

or news which is published, broadcast or otherwise placed in the public domain.

Except for Kuwait, 112 the Gee states provide an added measure of protection for software, with

specific attention given to infringements, and penalties in particular being increased in respect of

technology-related offences. In respect of the requirement of TRIPS Article 10, computer

programs and software are generally included in those works to which protection extended, and

described in sufficiently broad terms· along the lines of Oman's "a set of expressions and

instructions expressed in any language, code or scheme, for direct or indirect use in computers

with the aim to achieve specific results,,113 - to give some degree of flexibility to allow for

technological advances. Databases are also protected if they are creative in the arrangement and

selection of their subject matter. The extent of the exception to this provision is vel)' limited -

110 Thc Bcrne Convcntion's range cncompasscs:
Books. brochures. research works and all printed materials;
Speeches. seminars. and literary. scientific and artistic lectures:
Dramatic and dramatico·musicalworks:
Songs. musical compositions and tunes of songs:
Paintings, sculpture, decorntive works, and engraving and photography:
Photographs. maps. geographical charts. engineering and architectural plans and designs:
Plastic an works and works relming to topogrnphy. architecture and sciences;
Choreographic works and pantomime presentations:
Cinematographic, broadcasting and telcvision works:
Computer software, including data b.1scs;
Works of applied art and abstract article

III The provisions which the GCC states make for the protection of folklore or works of national heritage arc
discussed in greater detail in Chapter 7.2

112 Kuwait. by Law No. 64 of 1999, art 2, still recognises computer works including software and databases. or
computer programmes as entitled to protection. but docs nOI take the additional steps of the other GCC states.

III Oman. Royal Decree No. 37/2000, art 1.



167 Chapter 4

such as Saudi Arabia's provision for the production of "one reserve copy of computer

programmes ... for the purpose of protecting the original, whilst keeping the original with the

user, to show upon request.,,114 The UAE law covers even more ground than the other slales by

allowing for further discretion to be granted to the responsible Minister to determine what may

constitute computer programmes and applications, databases and works analogous to them, to

which protection may be later extended as further technological advances may require. 115

In accordance with the exception provision of TRIPS Article 13, the states' copyright laws allow

for a limited range of circumstances and situations in which protected works may be used

without the permission of the author or right holder. The exceptions, which are consistent across

all laws, apply in respect of author's rights and performers', producers' and broadcasters' rights.

They generally include limited reasonable use by libraries and educational institutions, use for

teaching and research, use in news or current affairs in prinl or broadcast media, and personal

lise.

The Gee states generally adhere to Ihe requirements of TRIPS Articles 12 and 14.5, and the

Berne Convention, Articles 7 and 7bis in respect of minimum terms of protection granted to

copyrightable works, with provision commonly existing as follows:

for the works ofa sole author, the lifetime of the author plus 50 years;

in respect of the works ofjoint authors, the lifetime of the last surviving author plus 50

years;

for works published under a pseudonym, anonymollsly (unless the identity of the author

becomes known), or posthumously, 50 years from first publication;

114 Saudi Arabia. Royal Decree No. M/41 1424 AH (2003). art 15( 12).
liS UAE Law No.7 of2002, art 2(2).
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for cinematographic works, works of applied articles and photographic works, 50 years

from first publication;

in respect of the works of performers, 50 years from the first recording orthe

performance, or, if no recording was made, from the first performance;

in respect of the works of producers of sound recordings, 50 years from the first

production, publication or fixation (ifnol published) of the sound recording;

for works whose ownership is vested in a legal entity, 50 years from the first publication

or production;

in respect of broadcasIS, 20 years from the date of first broadcast.

The period of protection is generally calculated from the beginning of the year following the

year in which the death of the author, or the first publication, production, recording, fixation or

broadcast took place, although some exceptions do exist.

A glaring omission from the Bahraini copyright law is any reference to a term of protection for

works of performers, producers and broadcast organizations, even though the law earlier

stipulates at some length the nature of their respective rights in respect of individual works and

of joint and collective works. The Saudi law distinguishes between the main corpus of artistic

works and photographs and works of applied arts. It extends to photographs and applied arts

within the purview of the copyright law a period of protection of only of twenty five years,

which is actually consistent with the standards set by TRIPS Article 12 and Berne Convention

Article 7(4).116 The other states do not bother to make the Saudi or TRIPS/Berne distinction

between these and other literary or artistic works, extending to both protection for fifty years and

116 Saudi Arabia, Royal Decree No. M/41 of 1424 AH (2003). an 19(1)(6).
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thereby neatly avoiding the necessity of otherwise defining works of applied articles and

distinguishing them from other works.

4.5.4 Moral Rights and Economic Rights

Although TRIPS specifically excludes any provIsIon for the protection of an author's moral

rights per se, they receive attention in the Berne Convention, and are addressed in the copyright

laws of all Gee states - including Bahrain's pre·TRIPS 1993 law. The Gee laws all draw a

distinction between an author's moral rights and economic rights and, in some cases, between

those of the performer. The laws generally provide that the author's moral rights include the

right to decide whether his work should be published and the manner of its publication, while the

economic rights encompass the right to utilise his work commercially or to authorise others to do

SO.117 The scope of the author's moral rights includes the right to:

have his/her name or pseudonym indicated on his/her;

object to any alteration, deformation or any modification of his/her work;

object to any distortion and to prohibit any other use of the work which would be

prejudicial to the author's honour or reputation;

withdraw the work from publication, under certain circumstances. 118

111 As stipulated by Kuwait Law No. 64 or 1999. art 5.
118 Bahrain, Legislative Decree No. 10 of 1993, art 5: Kuwait. Law No. 64 of 1999. art I. 2; Oman, Royal Decree

No. 3712000. art 5(a): Qatar Law NO.7 or 2002. art 10-14: Saudi Arabia. Royal Decree No. M/41 or 1424 AH
(2003). art 8: UAE. Federal Law No.7 or 2002. an 5.
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Moral rights cannot be disposed of or taken away from an author. Economic rights include the

exclusive right of the author to commercially exploit the work by carrying out, or authorising

others to carry out, any oflhe following acts:

reproduction oflhe work;

translation of the work;

making excerpts, musical arrangement or other transformation of the work;

distribution to the public of the work through sale;

rerltal to the public of audiovisual works or computer programs.

public performance oflhe work;

communication oflhe work to the public. 119

An author can transfer economic rights to other parties, but such transfer must be in writing and

specify each disposal right, be registered and lodged with the relevant ministry, for the transfer

to be valid and have legal standing. no An author's rights are also transferable wholly or in part

by inheritance or by legal action. The Qatari and Saudi laws also stipulate that, where an author

dies intestate, the rights devolve to the person entitled to receive them, according to the

provisions ofShariah law in respect of inheritance '21 •

The notion of providing for the protection of neighbouring rights was largely unknown in the

Gulf and was therefore conspicuously absent from the Gee copyright laws, until first

119 Bahrain. Legislative Decree No. 10 of 1993. art 5: Kuwait. Law No. 64 of 1999, art 5: Oman. Royal Decree No.
37/2000. art 5(b): Qatar Law No.7 of 2002. art 7-9: Saudi Arabia. Royal Decree No. M/41 of 1424 AI-! (2003).
art 9; UAE. Federal Law No.7 or2002. art 7-8.

120. Bahrain. Legislative Decree No. 100f 1993. art 15: Kuwait. Law No. 64 of 1999. art 30: Oman. Royal Decree No.
37/2000, art 10; Qatar Law No.7 of 2002, art 10; Saudi Ambia, Royal Decree No. M/41 of 1424 AH (2003), art
II; UAE. Federal Law NO.7 of 2002. art 9.

121 Qatar Law No.7 of2002, art 29; Saudi Arabia Royal Decree No. Mill of 1410. art 17.
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incorporated by Oman into its copyright law of2000. 122 The current laws now generally provide

an enhanced level of protection for performers, producers of sound recordings and broadcasting

organi:wtions. They differentiate between the respective rights of rights of the performer,

producer and broadcaster, bringing the laws more into line with the requirements of TRI PS

Article 14. The states' provide that performers have the moral right to be identified with respect

to their performances, and to object to any distortion, mutilation or any modification of their

performances. They also enjoy economic rights to:

fix or record their unfixed performance;

broadcast or communicate to the public their unfixed performance;

reproduce sound recordings containing an unauthorized fixation of their performances;

rent sound recordings containing their performances

make recordings of their performances available to the public. 123

Producers of sound recordings, on the other hand only enjoy economic rights, such rights being

the exclusive right to carry out or authorise (and by implication thereby, prohibit) the direct or

indirect reproduction of their recordings in any fonn, and the rental or sale to the public of

copies of the recording. 124 Broadcasting organisations also enjoy only economic rights, namely

the exclusive right to carry out or authorise the fixation or recording of their broadcasts, and

their rebroadcast or reproduction. 125

What still remains unclear in these laws is the interrelationship between, and any precedence of,

the conflicting rights of authors, performers, producers and broadcasters in respect of recorded

122 Alastair Hirst (2002) t Middle East E:reclIlive Reports. 17.
123 Qatar Law No.7 of2002. art 40; Oman Royal Dccrec No. 37/2000, art 16(b).
124 Qatar. Law No.7 of2002. art 4t: Oman. Royal Decree No. 37/2000. art 19.
12S Qatar. Law No.7 of2002, art 42; Oman, Royal Decree No. 3712000. art 20.
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or broadcast performances. There arises, for example, unresolved potential connie! between the

rights of the performer to record and make his performance available to the public, the producer

to record and authorise or otherwise the recording, and the broadcaster to broadcast a

performance. There also arises the issue of ownership of a recording as distinct from the con lent

of that recording. Some guidance on the establishment of relative ownership of rights is

provided elsewhere in the context of joint works in situations where it is possible to draw

distinctions between the respective contributions, but the resolution of these differing claims

may well fall within the jurisdiction of the civil courts to determine.

None of the states really address to any degree the question of rental rights at least in respect of

computer programmes and cinematographic works, as required by TRIPS Articles 11 and 14.

Oman, Qatar and the UAE at least stipulate that the economic rights of the author and performer

include the right of commercial exploitation including rental of the work or performance. 126 The

UAE and Qatar further extend this rental right to include producers; Qatar restricts the rental

right of performers and producers to sound recordings only, while the UAE extends the rental

right of performers to audiovisual works. 127 The UAE also requires that the rental rights in

respect of computer programmes do not apply unless the programme itself is the original object

of the rental. 128

The distinction between the respective rights of the various contributors to joint and collective

works receives somewhat more attention than that devoted to rights of performers, producers and

broadcasters. Where the respective contributions in respect of joint works can be identified and

separated, each contributor enjoys his moral and economic rights in respect of his part separately

126 Oman. Royal Decree No. 37/2000. art 5(b)(iv): Qatar Law No.7 of2002. art 2: VAE. Federal Law No.7 of 2002.
art 17.

m Qatar Law NO.7 of 2002. art 40(2): VAL Federal Law No.7 of 2002. art 17.
128 VAE. Federal Law No.7 of 2002, art 8.
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to the other contributors, and may exploit his own part provided Ihal this does not prejudice the

exploitation of the jointly owned work. But where the respective contributions cannot be

separated, all are considered equal partners in the ownership of the whole work, unless they have

otherwise agreed, and no partner may solely exercise any rights without the agreement of the

other partners.

The Bahrain, Kuwait, Qatar, Saudi and the UAE laws all elaborate to a lesser or greater extent

on the nature of particular types ofjoint collaborations, and in so doing, throw some light on the

aforementioned problem of the respective rights of collaborating authors, performers, producers

or broadcasters, while Oman's law is conspicuously silent, notwithstanding the precedents

available from the earlier Bahraini and Kuwaiti laws. 129 In the case of a joint musical

composition, the composer retains the exclusive right to the public performance, execution,

publication or copying of the whole work, but without prejudice to the right of the lyricist to

separately publish that part which he created. 130 Where the joint musical production involves

choreography which have special predominance or elements, such as opera or ballet, the

choreographer may utilise a public performance of the whole work, while the composer may

utilize the musical element provided that he does not use it as a basis for another musical work,

unless otherwise agreed 131
.

In the case of a joint work for cinema, radio, television or other broadcast, contributing

partnership includes the scenarist or author, the scriptwriter, the editor or adaptor, the composer,

the director, and the original author if the joint work is an adaptation or extraction from another

129 Bahrain. Lcgislativc [>Ccrcc No. 10 of 1993. arts 19-27: Kuwait. Law No. 64 of 1999. arts 18-27: Qatar Law No.
7 of 2002. art 33-39; Saudi Ambia. Royal Dccrec No. M/41 of 1424 AI-1 (2003), arts 5-6; UAE, Fedcml Law
No.7 of 2002. arts 25-29.

130 Bahrain. Legislativc Dccrcc No. 10 of 1993, art 20, Kuwait, Law No. 64 of 1999, art 20: Qatar, Law No.7 of
2002. art 35.

131 Bahrain. Lcgislativc Decree No. 10 of 1993. art 21: Kuwait. Law No. 64 of 1999. an 21.
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prior work. In The scenarist, scriptwriter, editor, and director are jointly entitled to produce the

adapted work, notwithstanding any objections from the author of the original work or musical

composer but without prejudice to the rights of these two resulting from their panicipation in the

joint composition.1 33 The author and composer are still entitled to publish their respective

particles of the work in any other manner, unless otherwise agreed.

With respect to a collective work where the respective contributions cannot be distinguished, and

the work was created under the direction of a natural persoll or legal entity who also undertakes

responsibility for publication, that person or legal entity is entitled to enjoy both the moral and

the economic rights involved in creating the collective work. 134 Where the author is identifiable

or the various contributions are attributable, the moral right of attribution remains with the

author or contributors and the directing party retains the economic rights. 135

4.5.5 Translated Works and Compulsory Licencing

All Gee states take advantage of the provision in respect of the translation of foreign works, as

allowed by TRIPS by virtue of Article II of the Appendix to the Berne Convention. Article II

provides inter alia that a member may grant to one if its nationals a licence to translate and

publish a foreign language work that has not been translated and published in that member

within three years of the original publication of the work. This provision, which amounts to a

112 Bahrain. Legislative Decree No. 10 of 1993. an 22: Kuwait. Law No. 64 of 1999. an 22: Qatar. Law No.7 of
2002. an 36: Saudi Ambia, Royal Decree No. M/41 of 1424 AI-! (2003). an 5: UAE Fedeml Law No.7 of2002.
an 27.

III Bahrain. Legislative Decree No. 10 of 1993, an 23; Kuwait, Law No. 64 of 1999; an 23. Qatar, Law No.7 of
2002. an 38.

134 Bahrain. Legislative Decree No. 10 of 1993. an 26; Kuwait. Law No.4 of 1999, an 26; Qatar, Law No.7 of 2002
an 34: UAE. Federal Law NO.7 of 2002. an 26.

III Bahrain. Legislative Decree No. 10 of 1993. an 27, Kuwait. Law No. 64 of 1999. an 26.
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form of compulsory licencing, continues to meet with opposition from some developed countries

and particularly the copyright exporting countries, which see it as a form of potential

encroachment on the monopolistic nature of their copyright rights and a potential loss of income-

generation. [t is an area which has been discussed in the United States free trade agreements

with both Bahrain and Oman. 136

While all Gee states acknowledge an author's right to translate hislher work (or to authorize

others to do so), all states except Kuwait and Oman also make provision for the exercise of

ministerial discretion at the expense of foreign authors or publishing houses for the domestic

translation, publication and dissemination of foreign language works. 137 The responsible

minister may grant a non-excusive and non-assignable licence for the translation into Arabic

and/or the domestic publication of an Arabic translation ofa foreign language work if the author

of the original work fails to exercise translation right within a specified period of time (between

three to five years) after its original publication. '38 As a general principle, the ministerial

authority is restricted to foreign works which may be desirable or necessary for educational or

research purposes, but it may also exercised where it would be in the public interest to do so.

Saudi Arabia extends this right to works that have already been translated and published in

Arabic in the Kingdom, but which have gone out of print and the author or translator has failed

I . 'h bl" 139to autlOrlZe Juri er pu Ication.

iJ6 See Chapter 6.5 for further discussion on these two free trade agreements.
137 Neither Kuwait nor Oman make any equivalent or similar provisions for translating works into Ambie and

printing foreign works for local publication under licence.
IJS Bahrain. Legislative Decree No. 10 of 1993. art 32; Qatar, Law No.7 of 2002, art 27; Saudi Arabia. Royal

Decree No. M/41 of 1424 AH (2003). art 16: UAE Federal Law No. 7 of 2002. art 21.
iJ9 Saudi Arabia, Royal Decree No. M/41 of 1424 AH (2003). art 16.
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4.5.6 Management of Collective Rights

Chapter 4

The principle of collective rights management and practice of creating of copyright collection

and protection societies goes beyond TRIPS and the Berne Convention. Although the principle

and practice is now common in developed countries, it has not yet gained acceptance or even

recognition in the Gee states. The UAE, alone of the states, has taken some steps towards

copyright protection management by including provision in its copyright law for the collective

administration of copyright and the neighboring rights. It gives specialised collection societies

legal status and enables the holders of copyright and the neighbouring rights to assign their

economic rights to them to commercially exploit and administer on the right holders behalf. 140

The societies are forbidden to discriminate among the right holders with whom they enter into

management contracts. They must keep registers including the names of their members, their

positions and the jobs they contracted, indicating the type of job, duration and the agreed

licencing fees. The societies must be registered and annually licenced by the responsible

ministry, and must inform the ministry of any change in these registers.

One likely impact of this UAE provision is that collective management organisations already

established in developed countries may well be encouraged to establish operations or set up local

associations in the UAE. Such activity would not only improve the enforcement of domestic

copyright and neighbouring rights protection, but would also spearhead the spread of collective

management societies to the other Gee states. Such activity would also benefit the right

holders, and serve as another effective mechanislll for the control of unauthorised and counterfeit

copyrightable works of all descriptions.

1010 UAE. Federal Law No.7 of2002. arts 30-33.
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The nature of copyright infringement provisions in the earlier copyright laws of the Gee slales

dealt mainly with the traditional form of unauthorised reproduction of print material. In the

more recent laws, there has emerged a pattern of increasing complexity in the nature of the

infringing acts, accompanied by a shift in emphasis away from the more conservative or

conventional forms of infringement involving print-based or hard copy material towards

infringing acts within an electronic/digital context.

All Gee slales still recognize the traditional or conventional infringements against a right

holder's moral rights. They also recognize infringements against economic rights, such as

unlawful alteration, publication, reproduction, translation, performance and broadcast, and other

utilization, and importation or promotion of any imitated or forged works. The older laws of

Bahrain (1993) and Kuwait (1999) do not go any further.

Reflecting the changing nature of infringing activity away from traditional print-based acts to

electronic and broadcast-based acts of an increasingly technical sophistication, the more recent

laws now take cognisance of acts which facilitate or enable the commission of infringements

relating to the manufacture or import of electronic deactivation devices, satellite decoding

devices, or the illegal modification or removal of such devices of broadcast rights in particular.

These new clauses are directly aimed at confronting the burgeoning industries concerned with

the production of counterfeit computer software including games, pirated music and video

OVO's CD's and tapes, and more recently internet-based material, counterfeit smart cards and

decoder descramblers for the multitudinous satellite TV channels for which the Gulf region in

general is squarely placed within their transmission footprints.
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The laws of Oman, Qatar, Saudi Arabia and the UAE recognize as an infringing activity the

"illicit removal or alteration of any technical protection intended to regulate or limit public

access to the work, performance, broadcast or recording, or distribution, or importation for

distribution purposes, broadcasting or making available to the public any of the above ...". 141

The Qatari, Saudi and the UAE laws then provide considerably more detail to the nature of a

technological-based infringing activity, by adding the following to their range of illegal acls:

manufacture or import of any devices or instruments with an intention of using them

through sale, rental or other means, if they were designed or meant to deactivate any

devices or instruments preventing or limiting the reproduction of a work, sound

recording, or a broadcast, or if meant to undermine the quality of the work;

manufacture or import of any devices or instruments with the intention of using them

through sale, rental or other means, if they can enable the reception of codified

programs broadcast or communicated to the public in any other way, including

programs communicated through satellite, or if they facilitate such transmissions to

persons not entitled to receive such programs;

remove or modify any electronic data relating to copyright administration, without

authorization;

distribution of works, performances, sound recordings or broadcasts, or import such

works for distribution, transmission or communication to the public, or provide them to

the public without authorization, knowing that that electronic data relating to copyright

administration were removed or modified without authorization.,,'42

141 Oman. Royal Decree No. 37/2000. art 23.
142 Qatar. Law No.7 of2002, art 51.
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All four laws also draw a distinction between the scale of penalties that may be imposed in

respect of for infringing acts, with provision for the more severe penalties to be applied to the

infringements in the technological environment. 143

4.6 Geographical Indications

4.6.1 TRIPS Provisions and Obligations (Articles 22·24)

TRIPS Section 3 on the protection of geographical indications is different to the rest of TRIPS; it

contains in equal parts obligations for protection and exceptions to protection, whereas the rest

of TRIPS is weighted heavily in favour of protection of the holder of Ihe intellectual property

right. 144 The TRIPS articles on the protection of geographical indications represent a delicate

balance between conflicting European interests seeking high levels of protection, particularly for

wines and spirits, and North American interests which are more interested in limiting protection

h d·· 145t an exten lllg It.

TRIPS defines a geographical indication as an indication which identifies a good as originating

in the territory of a member, or a region or locality in that territory, where a given quality,

reputation or other characteristic of the good is essentially attributable to its geographical

I~J The nature of sanctions across all intellectual property laws of the GeC states are discussed in greater detail in
Chaptcr 5.2.4 and 5.2.5 following.

l~. J Keon. '·Intellectual Property Rules for Trade Marks and Geographical Indicmions: Importanl Particles of the
Ncw World Order" in Correa & Abdulqawi (cds). {mel/eelI/o! ProperlY and Trade - The TRIPS Agreemel1l,
(1999) 178.

I~S Ibid.
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origin. 146 Thus, the quality, reputation or other characteristics of a good can each be a sufficient

basis for eligibility as a geographical indication, where they are essentially attributable to the

geographical origin of the good. Members are required to provide interested parties with the

legal means to prevent use of any designation or presentation which may mislead the public as to

the geographical origin of a good, and use which constitutes an act of unfair competition within

the meaning of Article IObis oflhe Paris Convention. 147 Members are also required to refuse or

invalidate the registration of a trademark which uses a geographical indication for goods not

originating in the territory indicated, if the indication is used in such a manner that it may

mislead the public as to the true place of origin of the goods.

TRIPS Article 23 requires members to provide an additional level of protection to wines and

spirits,148 and in particular to provide the legal means for preventing use of a geographical

indication identifying wines or spirits not originating in the place indicated by that geographical

indication, even where the true indication of origin is indicated, where the indication is given in

a translated form, or where it is qualified. Accordingly, unlike the status in respect of other

geographical indications, those for wines and spirits are to be protected even where use by a

1-16 TRIPS. art 22.1. TRIPS docs not make an)' referencc to the WII'O-administercd Lisbon Agrecmcnt for the
Protection of Appellations of Origin. The Agreement aims to provide for the protection of appellations of origin.
and includcs provision for a s)'stem for their registration. The Agreement was concluded in 1958. revised in 1967
and amended in 1979. At the end of2002, 20 States were part)' 10 the Agreement (including France and Ital)'. but
not the Gee states, the United States nor Australia). 844 appellations of origin had been recorded in the
International Register. of which 774 were still current.

147 Article IObis ofthc Paris Convcntion stalcs in respcct of Unfair Competition:
..( I) The countries of the Union are bound to assure to nationals of such countries effective protection against

unfair competition.
(2) An)' act of competition contrary to honest practices in industrial or commercial mallcTS constitutes an act of

unfair competition.
(3) The following in particular shall be prohibitcd:
(i) all acts of such a nature as to create confusion by any means whatever with the establishment. the goods. or

the industrial or commercial activitics, of a competitor:
(ii) false allegations in the course of trade of such a nature as to discredit the establishment. the goods. or the

industrial or commercial activities. of a competitor;
(iii) indications or allegations the use of which in the course of trade is liable to mislead the public as to the

nature. the manufacturing process. the characteristics. the suitability for their purpose. or the quantity. of the
goods."

148 TRIPS. arts 23-24.
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third party would nol mislead the public and unfair competition would not exist. While a

multilateral system of notification and registrations of geographical indications, albeit for wines

only, is mooted, members are obliged to enter into negotiations on such a system, but are not

committed to the outcomes. 149

Limits are established to the extent of the obligations for wholesale protection. 15o As described

by one commentator, these limits represent the other half of the delicate balancing act of

conflicting interests, in favour of those with "acquired rights" or "sins of the past", by allowing

for a number of exceptions to protection. lSI Members availing themselves of the lise of these

exceptions are, again, obliged to at least enter into negotiations aimed at increasing the

protection for wines ands spirits, but are not committed to any outcomes. However, the

exceptions cannot be used to diminish the protection of geographical indications that existed

prior to TRIPS' entry into force. Members may permit the ongoing use of geographical

indications already in use for 10 years prior to the introduction of TRIPS or which have become

generic within the territory of the member.

4.6.2 Geographical Indications Protection In the Gee States

As occurs with the other "lesser" areas 152 of intellectual property protection, the attention given

to geographical indications by the GCC states is slight, and mainly as a corollary to trademarks.

The prevailing position in respect of their protection is to provide only passing reference within

149 TRIPS. art 23(4).
lW TRI PS. art 24.
151 Keon. above n t45. 176.
152 That is, layout-designs of integrated circuits. industrial designs., undiscloscd infonnation and tmdc secrets, and

protection of ncw plant varictics. Howcvcr, this should not neccssarily be construed as mcaning that TRIPS or
the developed countries necessarily give them second class or "Iesser" status.
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the scope of the states' respective trademark laws, and make them subject to the application of

the general trademark provisions. Kuwait, Saudi Arabia and the UAE have adopted this

approach while Qatar adds some further limited provisions relating specifically to geographical

indications. IS3 However, this approach gives geographical indications only the most limited

measure of protection, since it excludes from registration as a trademark only those marks,

symbols or names, including geographical names or marks, which may mislead the public or

which contain false data on the real origin or other characteristics of a product or service. [t does

not necessarily prevent the use, or misuse, of a geographical indication outside the trademark

registration context, nor in the context envisaged by TRIPS Article 23, that is, where there is no

misleading use or unfair competition.

Bahrain and Oman, on the other hand, have each introduced a specific law for the protection of

geographical indications. They continue to otTer some complementary protection by retaining in

their respective trademark laws the above exclusion from registrability as a trademark, along

very similar lines to the provisions within the trade mark laws of the other GCC states. Oman's

geographical indications law follows the same style as its law for the protection of layout-

designs of integrated circuits. In fact it appears that both laws were constructed using the one

template, with subject-specific text substituted where appropriate. Oman's geographical

indications law, like its integrated circuits counterpart, comprises a mere II brief articles, while

Bahrain's law is hardly much longer, adding a few administrative and procedural clauses

conspicuously absent from the Omani law. In both cases, the texts at times simply paraphrase

the relevant TRIPS text. In both cases, the laws appear more for display, rather than providing a

m Qatar. Law No.9 or 2002. art 38. Sec also the earlier discussion in Section 4.3 above on the registrability or
trademarks.
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legal framework for the protection of geographical indications which includes both legislative

rigour and substance.

The following table includes those intellectual property laws which include some provision or

reference to the protection of geographical indications.

Table 6: Current Geographicallndic8tions Protection in the Gee States

Ballrai,,:

Kuwait:

Omall:

Qulllr:

SIlIlt/i Art/bill:

UA£:

Legislative Decree No. 16 of2004 11';'11 r/!.\pec( (0 Geogmpltica/lmlicat;OIls.
Legis/lIth'l! Decree No. 10 of199/ ill respect of Trl/{Iemflrks.

Royal Decree No. 40/2000, tile Lull' 011 Protection ojGeogrllpllicu/
Imlicf/liolls.
Roytil Decree No. 38/2000;/1 re.~pecl a/Trl/demurh, IIIf!icllI;olls allli Secrets,
Illlfl Prolec!ioll from VI/fair Competitiol/.

Lull' No.9 of2002 iI/ respect of TTl/de Murks, Bus;ness Nilmes {l/u! DlIra,
II/dustr;,,! Des;gns "I/d Geogr"p!lic,,!llUlic(t/;ol/$.

Source: compiled by the aUlhor

4.6.3 Nature and Scope of a Geographical Indication

For those states whose laws provide a definition of a geographical indication, namely Bahrain,

Oman, and Qatar, the definitions generally cover the following characteristics (which also

closely follow TRIPS Article 22.1):
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"any expression or sign indicating the geographical name ofa country, region, locality or place which

serves to designate a product originating therein, the quality, characteristics and reputation of which

are due exclusively or partly to the geographical environment, the natural or human factors of such

origin" 1$4

Bahrain adds the qualification that limits the application of ils law to geographical indications

originating in WTO member states or states which accord Bahrain reciprocal treatment. In brief,

goods may not be designated by or with a geographical indication or presented in a manner

which:

misleadingly suggests or implies that they originate in a geographical area other than their

tfue place of origin, even where the geographical indication used is literally correct; or

by virtue of its use, constitutes an act of unfair competition, including the use of a false

geographical indication with a mention of the true place of origin, and the use of a

geographical indication in translation. ISS

The Bahraini law entitles "any interested party whose rights have or appear to have been

infringed" to seek redress for an infringement of an intellectual property righL 'S6 The Omani

law is a little more expansive, extending the right to seek redress to:

"competent authorities, natural persons or any interested group of producers or consumers of any

natural, agricultural, industrial or handicraft products having a distinctive characteristic or reputation

attributable to their geographical origin, and any person trading in such artic1es",s7

154 Qatar, Law No.9 or2002, art I; Oman, Royal Decree No. 40/2000. art 1.
ISS Bahrain. Legislative Decree No. 16 or 2004. art 2.
156 Ibid. an 11.
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The Qatari trademark law permits "persons who reside in a place especially reputed for the

production of certain goods to prevent those who trade in similar goods produced in other places

from affixing to their goods marks which would mislead the public as to the origin of those

similar goodS.,,158

Some limitations to protection are allowed by the "usage in good faith" and "prior usage"

provisions of TRIPS Article 24(5) and (7) in the Omani law, but not in the Bahraini law.

Any earlier continuous use ofa geographical indication relative to a given country shall be

deemed lawful if it was effected in good faith and for a sufficient period of time before the

law came into operation,I59 No guidance is given as to what may constitute a "sufficient

period of time", an interpretation which shall possibly fall to the judicial system for eventual

adjudication. '60 This same limitation also applies trademarks registered in good faith which

are identical to or similar to a geographical indication.

Excluded from protection are geographical indications which are also:

identical to the customary term or common name of a good or service (Bahrain);

the name of a person or business used in a manner which is not misleading (Bahrain);

not protected or used (or have ceased to be protected or used) in their country of origin

(Bahrain and Oman); or

contrary to public order or morality (Oman).161

\57 Oman, Royal Decree No. 4012000, art 2.
m Qatar. Law No.9 of 2002. art 39.
159 Bahrain, Legislative Decree No. 16 or2oo4. art 9; Oman. Royal Decree No. 40/2000, art 10.
160 In this context TRIPS Article 24.4 applics thc benchmark oftcn years prior to 15 April 1994.
161 Bahrain, Legislative Decree No. 16 of2004. an 9; Oman. Royal Decree No. 40/2000. an 4.
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The three laws do not require a geographical registration to be registered to benefit from the

protection provided by the laws. However, in recognition of the implications of Anicle 24.9 of

TRIPS, which removes any obligation a member to protect a geographical indication which is

not or no longer protected in its own country, Bahrain, Qatar and Oman all make provision for

the creation of national registers for the eventual possible registration, protection, and

recognition by other TRIPS signatories, of their own geographical indications.

4.6.4 Additional Protection for Wines and Spirits

The notion of providing protection, let alone additional protection, for alcohol-related goods or

services would be anathema to most Gee slales, notwithstanding their general obligations under

Article 23.1 of TRIPS to provide protection for geographical indications for wines and spirits.

However, the states will exercise their exception prerogatives under Article 23.2, which allows a

state to refuse or invalidate a trademark which carries a wine or spirit geographical indication if

a state's legislation so permits. And, as already mentioned, each state's trademark law makes

provision for a trademark application that is contrary to public order or morality to be refused

registration. 162 [t is not surprising, therefore, that the Gee devote little attention to the

protection ofgeographical indications, let alone those relating to wines and spirits. 163

On the contrary, trademarks with a relationship with wines and spirits, irrespective of whether

they also contain a geographical indication, are not registrable in most Gee states. Applications

162 See discussion in sections 4.3 and 4.6 above.
16J Scc also thc discussion in seclion 4.].6 above, in respect of the classification of goods and services
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for the protection of marks relating to wines and spirits will be rejected on the grounds that the

marketing, sale or importation of the goods which they identify constitute a breach of public

order and morality and are therefore prohibited. The sale of willes and spirits (and all alcoholic

beverages) is prohibited in Saudi Arabia and some of the emirates in the UAE, according to

Islamic Jaw.

Oman appears to adopt a slightly more liberal stance than the other Gulf states to wines and

spirits and the protection of geographical indications relating to them. Neither the Omani

geographical indications law nor the trademarks law makes any specific reference to either a

higher level of protection or, indeed, their inclusion in or exclusion from protection under the

law, However, in a response to questions posed by WTO members on this issue, Oman has

advised that the law grants protection to all geographical indications including those relating to

wines and spirits 164. Unlike some of its neighbouring stales, the sale of alcohol products is not

banned in Oman, but is available, as a rather lucrative commercial activity, to non·Muslim

resident expatriates under strictly regulated and controlled conditions,I65

164 WTO Council for Trade-Related Aspects of Intellectual Property Rights, Rel'iew oj Legis{ariof/: Oman.
Docul11entlP/Q/OMN/1 (03-1675), 24 March 2003, 6.

1M Non-Muslim expatriates who earn above a prescribed minimum monthly wage. may pay a licence fee and
rcgistration book from the Muscat police headquarters cnabling them to buy specified amounts of alcohol at
specially designated (and discreetly disguised) shops. Undcr Oman's commercial agency laws. thc companies
operating the "trading shops". as they are gcnerally known, must havc at least 50% Omani ownership.
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4.7.1 TRIPS Industrial Designs Provisions and Requirements

In addition to its general standards of protection, TRIPS devotes just two articles to protection of

industrial designs, less than the attention given to the additional protection for geographical

indications attached to wines and spirits 166. However, TRIPS requires members to also comply

with the Paris Convention's provisions relating to patents generally, and to its specific industrial

design provisions of Articles 4E, 5B, 5bis and 5quinqies. Paris Convention Article 5qllinquies

slales simply thai industrial designs shall be protected. TRIPS Article 25.1, on the other hand,

obliges members to provide for the protection of independently created industrial designs that

are new or original; a member may deem a design not to be new or original if it does not

significantly differ from known designs or combinations of known design features, and may

decline to extend protection to designs dictated essentially by technical or functional

considerations.

Members are required to grant the owner of a protected industrial design the right to prevent

third parties not having the owner's consent from making, selling or importing articles bearing or

embodying a design which is a copy, or substantially a copy, of the protected design, when such

acts are undertaken for commercial purposes. 161 As with other intellectual property rights, some

limited exceptions may be allowed, provided that such exceptions do not unreasonably conflict

with the normal exploitation of protected industrial designs, do not unreasonably prejudice the

166 J Phillips. '·Proteeting Values in Industrial Designs". in Correa & Abdulqawi (cds). Imelleclual ProperlY and
Trade - The TRIPS Agreemem, (1999) 179.

167 TRIPS. an 26.
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legitimate interests of the owner of the protected design, and take account of the legitimate

interests of third parties. The period of protection available shall amount to at least 10 years, the

term "amount to" prescription providing some flexibility in respect of initial and renewal terms

that might be established.

Textile designs, which come within the scope of industrial designs, receive a special mention. In

order to take into account the short life cycle and sheer number of new designs in the textile

sector, requirements for securing protection of such designs, in particular in regard to any cost,

examination or publication, must not unreasonably impair the opportunity to seek and obtain

such protection. 168 Members are free to meet this obligation either through industrial design law

or through copyright law.

4.7.2 Regional Industrial Design Laws

The Gee states address their TRIPS obligations by incorporating some degree of protection for

industrial designs either in their patents laws (Kuwait, Saudi Arabia and the UAE), trade mark

law (Qatar), or by a discrete industrial designs law (Oman). Bahrain does not provide any

specific protection. Notwithstanding these different approaches, the nature of the protection in

each state is quite similar, although the scope of the respective laws varies. Oman offers the

most comprehensive laws which go beyond addressing the TRIPS minimum standards.

Bahrain originally provided protection for industrial designs within its 1955 regulation which

encompassed patents, designs and trademarks. As part of an overall strategy to adopt discrete

168 Ibid. an 25.2.
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laws in each of the main areas of intellectual property, along the lines of the Omani model,

Bahrain removed the trademark provisions into a separate law in 1991 and followed suit with a

new patent and utility models law in 2004. As a consequence, any remnant of the original law

was repealed, thereby removing any reference to, and therefore any protection for, industrial

designs. Pending the introduction of a proposed new industrial designs and models law,

. d . I d . I' d '"In ustna eSlgns current y remam unprotecte .

By way of contrast, Kuwait is still reliant upon legislation originally enacted in 1962, but which

has been subjected to amendment (rather than total replacement) in 1999 and again in 2001. 170

The only changes of any real substance made to the 1962 law in respect of industrial designs in

the amending legislation have related to period of protection, and fees and charges.

Qatar has incorporated industrial design protection in four brief articles within its current

trademark law. Because of their brevity and consequent omissions, the industrial designs

provisions will likely require further enhancement in the future. Specific reference to industrial

designs is limited to acknowledging the right of a person to register a design and to prevent

others from exploiting it, to stipulating a period of protection, and a simple statement applying

the general provisions of the law to industrial designs, provided that such application "is without

prejudice to its special character.,,171 What is meant by "its special character" is not explained.

169 Howevcr. for the last fcw ycars Bahrain has had in draft fonn a proposcd industrial dcsigns law. as pan of its ncw
suite ofintelleetual property legislation. II has previously asserted that the new law will ensure the availability of
modem and comprchensive protection of industrial dcsigns in linc with thc requirements of thc TRtPS
Agrcement. Bahrain's draft law, whcn it evcntually entcrs into forec. should bc the most advanecd and
comprehensivc of thc rcgionallaws on industrial design protection.

170 Originally. Kuwait, Law No.4 of 1962. the Law of Patents. Designs and Industrial Models, as amended by Law
NO.4 of 1999 and Law NO.3 of2001.

111 Ibid. an 42-45.
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Saudi Arabia and the UAE have, for the first time, incorporated provision for the protection of

industrial designs into their recently enacted patents laws. 172 However, the attention given to

them in the Saudi law is still very slight, namely, just two articles referring to the nature of an

industrial design necessary to qualify for protection and the right of the owner of an industrial

design to take action against any infringements against those rights. The UAE law goes into

some greater detail, encompassing both industrial designs and models, as well as extending to

them the general provisions within the law.

Table 7: Current Industrial Design Protection in the Gee Stales

Bllllmill:

Kuwait: Luw No. ., of /962 cOllCerllillg Pfilems, De.~igll.~ amlllldustrialModels, a.~ amemlefl by
L(IW /Vo. "of 1999, al/(I Lflw No.3 of2001.

Omflll: ROyll1 Decree No. 3912000, tile Law Oil tile Protectioll ofIl1dustrilll Desiglls.

Qlltflr: Law No.9 of 2002 ill respect of Trmle Mllrks, Busilless Nflmes IIml Dutil, Imlllstriul
Desigm" IIIItI Geogmp!lictlilmlictltiom".

Silmii Ambill: Royal Decree No. M/27 of /425 All (2004) ill respect of P(/tellt~", Layo"t De~"iglu of
IllIegrfllefl Circuits, Plam Vurietie.~, amlillflustriul MOflels

UA£: Federal Lt/w No. 17 of 2002 Oil 1111.' Imillstrial Regtdmiol/ ami Protectiol/ of Pfllellts,
Imlustrial Dmwillgs, IIml Designs.

Source: cOli/piled by fhe /lu/hor

4.7.3 Character and Scope of an Industrial Design

Except for Qatar's law, the laws of the Gee states' various descriptions of an industrial design

are very similar in their essential elements, and generally encompass the following:

\7" Saudi Ambia, Royal Decree M/27 of 1425 (AH) (2004), arts 59-60. Prior to the introduction in mid 2004 of this
omnibus law on patents. layout-designs of integmted circuits. new plant varieties. and industrial models.
industrial designs were not proleclable or registmble in Saudi Arabia. due to the absence of a dedicated design
statutc or any provision in its other intellectual propcrty legislation.
UAE. Law No. 17 of 2002. specifically Articlcs 43 - 53.
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"". any composition of lines or colours or any three dimensional form, whether or not associated

with colours, shall be deemed to be an industrial design to be used in industrial or handicraft

production, including textile designs, provided that such composition or form gives a special

appearance to the product of industry or handicraft."m

The UAE's description goes somewhat further and distinguishes between an industrial design

and an industrial model, the former defined as "any innovative creation of lines or colours,

which generates a product that can be used in industry or craft:" and the latter as "any innovative

three-dimensional shape that can be used in industry or craft". 174 Kuwait, on the other hand,

retains a more conservative definition, omitting reference to any three dimensional form. An

industrial design or model is defined as "any arrangement of lines or any type of figure, whether

coloured or uncoloured, designed for use in industrial production by a mechanical, manual or

chemical process shall be considered as a design or industrial mode1.,,17S By contrast, and

possibly by a drafting oversight, Qatar does not offer any description of an industrial design in

its current law, although it offers definitions of the other areas of industrial property covered by

the law.

Commonly excluded from protection are designs which may be contrary to public order or

morality, while Saudi Arabia goes one step further by also excluding designs which are contrary

to Shariah law. 176 As permitted by TRIPS Article 25.2, none of the states allow protection to

extend to designs dictated essentially by technical or functional considerations An industrial

design cannot be registered if it lacks originality or has entered the public domain through

publication or use prior to the filing of an application for registration or the priority application

113 As stipulated by Oman Royal Decree No. 3912000. Article I. and as proposed in Bahrain's draft law. Article I.
114 UAE, Law No. 17 of 2002, art I.
111 Kuwait Law No.4 of 1962 as amended by Law No.4 of 1999 and Law No.3 of2001. art 35.
116 Saudi Arabia, Royal Decree No. M/27 of 1425 AH (2004). art 4.
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date. A common exception 10 the public domain qualification on protection applies generally in

respect of industrial designs which are displayed at international exhibitions or scientific

conferences and for which provision exists for temporary protection.

The nature of protection generally provided accords to the right holder the exclusive right to

prevent any third party from using the industrial design in the manufacture of any product, or

importing or otherwise possessing any product related to the industrial design or model for the

purpose of using or offering for sale. The Bahraini, Omani, Saudi and UAE laws each require an

industrial design to be registered to qualify for protection. 177 They enshrine the principle of

"first to register", registration being a presumption of ownership. While some allowance can be

made for exceptions to this principle where "the contrary is established", the absence of

implementing regulations or judicial authority in each case does not provide any guidance as

what may constitute "the conrrary". In the case of the Qatari law, the general application of the

trademark provisions may by implication extend some protection to industrial designs, in the

absence of any specific reference to an obligation for registration.

Consistent with TRIPS Art 26.3, the period of protection is universally at least 10 years from

date of application or priority filing, with provision for an extension for an additional five years.

Curiously, the Qatari law still provide for only five years protection, albeit with opportunity for

extension for two further similar periods but nonetheless subject to renewal application deadlines

and payment of the requisite fees. 178 As the total period of Qatar's possible protection available

amounts to more than 10 years, it can be argued that Qatar still complies with TRIPS Article

26.3 in outcome if not entirely in spirit.

177 Oman, Royal Decree No. 39/2000. art 2·3: Saudi Arabia. Royal Decree No. M127 of 1425 AH (2004) art 2,
59: UAE. Federal Law No. 17 of 2002. art 1. 4.

178 Qatar. Law No.9 of2002 art 44.
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According to the current draft in limited circulation of its proposed industrial designs law,

Bahrain alone oflhe Gee states will acknowledge that moral rights exist in respect of industrial

design protection. [t will require that the provisions of ils industrial design protection law shall

not violate the moral or artistic rights relating to industrial designs, whether such rights are

derived from the law itself or from international agreements to which Bahrain is a party.179 [t

will also acknowledge the rights of attribution of the creator or inventor of the design,

irrespective of whether another person is the registered owner. However, it cannol be assumed

that these provisions will be retained when the final form of the law is enacted.

The laws of Oman, Saudi Arabia and the UAE all make particular reference to the protection of

textile designs, which are generally acknowledged as being within the scope of industrial

designs, and therefore accorded the same degree of protection. ISO They provide no other special

protection or treatment for textile designs, other than this acknowledgement, and none make

reference to the requirements of TRIPS Article 25.2 in respect of the non-impairment of the

opportunity for protection.

4.7.4 Infringements

The nature of an infringement against an industrial design is described very briefly and

succinctly. It is described variously as:

119 Bahrain was advising the WTO Council of TRIPS in 2001 that the issuance ofa industrial designs law. prepared
with WIPO assistancc, would occur in the near futurc; see WTO Council for Trade-Related Aspects of
Intellectual Property Rights. Rel';ell' of Legislation: Bahrain. Document. IP/Q4IBHRlI (01-6218). 6 December
2001,1.3.

180 Oman. Royal Decree No. 39/2000. art I: Saudi Arabia Royal Decrec No. Mll7 of 1425 AI-! (2004) art I:
UAE. Federal Law No. 17 of 2002. an 2.
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any act of exploitation as permitted by their respective laws which is undertaken without

the prior approval of the right holder (Saudi Arabia); 181

imitating a registered industrial design, knowingly using a registered industrial design

with intention to mislead, and falsely claiming an industrial design is registered (Oman,

Qatar and the UAE); 181 or

knowingly selling, offering for sale, importing or otherwise trading in products or

materials on which there appears an imitation ofa registered industrial design, or falsely

claiming that a design is registered (Kuwait).183

4.8 Layout-Designs

Circuits

(Topographies) of Integrated

4.8.1 TRIPS Provisions and Obligations (TRIPS Articles 35-38)

TRIPS requires members to provide protection on the basis of certain provIsions of the

Washington Treaty on Intellectual Property in Respect of Integrated Circuits (Washington,

1989).1&4 These provisions deal, inter alia, with the definition of an "integrated circuit" and

131 Saudi Arabia. Royal Decree No. M127 of 1425 AH (2004) art 34.
182 Oman. Royal [>Ccree No. 3912000. art 47-48: Qatar. Law 9 of 2002. art t2: UAE. Federal Law No. t7 of

2002, art 51. 62.
18l Kuwait Law No.4 of 1962 as amended by Law No.4 of 1999 and Law NO.3 of 2001. art 46.
184 Washington Treaty on Intellectual Property in Respcct of Integrated Circuits. Articles 2 - 7 (except Article 6(3»,

Article 12 and Article 16(3). The Washington Treaty wasopcned for signature in May 1989. but has Ilevereome
into force.
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"layout-design (topography)", requirements for protection, exclusive rights and limitations, as

well as exploitation, registration and disclosure. 185

TRIPS adds to the Washington Treaty provisions on four points;

the minimum term of protection shall 10 years, instead of the eight years stipulated in

the Washington Treaty (Article 38.1);

the rights must extend to articles incorporating infringing layout-designs (Article 36);

unwitting infringers must be allowed to use or sell stock already acquired or ordered at

the time of being advised of their infringement (Article 37.1); and

the conditions of TRIPS Article 31 in respect of compulsory licencing or government

use without the authorization of the right holder apply mutatis mutandis to layout-

designs, instead of the more generous corresponding provisions of the Washington

Treaty (Article 37.2).

In essence, TRIPS excludes provisions of the Washington Treaty (notably those on compulsory

licencing) that had been rejected by the US and Japan during the negotiations on the Treaty, and

supplements the latter with the stricter provisions that those countries had failed to obtain at the

Washington Diplomatic Conference. 186

185 The Washington Treaty. Anicles 2 (i) and (ii) deline an integrated circuit and layout design (topography) as
follows:
an "integrated circuit" means a product. in its linal fonn or an intennediate fonn, in which the clements. at least
one of which is an active c1emcnt. and somc or all of thc intcrconncctions arc intcgrally f0n11Cd in and/or 011 a
piece ofmatcrial and which is intcndcd to pcrfonn an clectronic function:
a "layout-design (topography)" is dclincd as the three-dimcnsional disposition, however expresscd. of the
c1cmcnts. at least onc of which is an activc clement. and of somc or all of the intcrconncctions of an intcgrated
circuit, or such a three-dimcnsional disposition prepared for an integrated circuit intended for manufacture.

1116 Carlos Correa. "Layout Designs of Intcgrated Circuits", in Corrca & Abdulqawi (cds). IntelfeClliall'roperry and
Trade - The TR/PS Agreemelll. (1999). 234-5.
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The TRIPS obligation to protect layout-designs applies to such layout-designs that are original in

the sense that they are the result of their creators' own intellectual effort and are not

commonplace among creators of layout-designs and manufacturers of integrated circuits at the

time of their creation. 187 The exclusive rights include the right of reproduction and the right of

importation, sale and other distribution for commercial purposes. Members are required to

consider unlawful the unauthorized sale, importation, or distribution for commercial purposes of

a protected layout-design or integrated circuit incorporating such design or an article

incorporating such integrated circuit if it contains an unlawfully reproduced lay~out design. 188

The minimum period of protection is 10 years from date of filing for registration, or from the

date of first commercial exploitation where a member does not require registration as a condition

for protection; in any case, protection may lapse 15 years after the creation of the layout

design. '89

4.8.2 Regional Layout-Design Legislation

As is the case with plant varieties, the protection of layout designs is not an issue generating any

great concern or attention with either the GCC states or developed countries operating, or with

interests, in the GCC states. As Correa points out, the semi-conductor industry is highly

concentrated in a few industrialised countries, and technological advancement is an interactive,

cumulative process in which improvements are directly based on the pre~existing stock of

carefully guarded kllowledge. l90 Developing countries are most unlikely to have the

technological skills and knowledge capacity to manufacture counterfeit products that incorporate

1S7 TRIPS. art 35. and Rome Convenlion. art 3.2.
188 TRIPS. art 36.
189 Ibid. art 38.2-3.
190 Corrca. abovc n 187.234.
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chips and chip technology produce; they are net importers of such products. The impact of

TRIPS in respect of layout-designs integrated circuits is likely to be felt mainly in respect of the

importation of these products, which, in any case, will be slight. While software counterfeiting

has been an ongoing problem of some dimension in the Gee states, counterfeit chip technology

production or importation involving the states does not appear to have ever arisen as an issue as

far as the chip technology industry is concerned. 191 It is not surprising, therefore, that the GCe

slales have either largely ignored the issue of protection of layout-designs (Bahrain, Qatar and

the UAE), or have simply added reference to layout designs to the general provisions of their

other intellectual property laws (Kuwait and Saudi Arabia).I92 Only Oman has introduced

discrete legislation for the protection of layout designs of integrated circuits. 193

Table 8: Current Layout-design of Integrated Circuits Protection in the GCC States

Bllllmill:

Kuwllit:

Olllflll:

Qttf{lr:

Sttudi Arttbitt:

UAE:

Lilli' No.4 of 1961 concert/ing PI/tellts, Desiglls mul Im/us/rilll Mode/s, (IS umem/efl
by LtM No.4 of1999 (li/d Lttw No.3 of1001.

ROy(l1 Decree No. 4111000 promu/glltillg the Lf/W 011 L"yolI' De~';gll (Topogmpltie~)of
Ill/egmted Circuits.

Roytil Decree No. MIl7 of 1425 AfJ (2004). tile lilli' of Pmellts. LttY/1U1 Des;gll!> of
llI1egmtetl Circui/s. Plu'" V"rielies, (1/1(1 Im/us'ri,,1 Models.

Source: compiled by fhe author

191 For example. the matter has not ariscn as an issue in either the USTR annual 301 reports. or in the submissions of
the major indust!)' lobby groups to the USTR.

Ion Neither Qatar nor the UAE at present possess any legislation providing protection for layout-designs. However.
Qatar reportedly has had in preparation for a few years a new law based on WIPO's model law on the protection
of lay-out designs (topogrnphies) of integrnted circuit. which Qatar would no doubt thereby assert will be
compatible with TRIPS requirements: sec WTQ Document IPIN/QAT/2 (02-3450). 21 June 2002. 2.

193 Although Bahrain, again, has prepared an integrntcd circuits law which has been in local circulation in draft fonn
for some time. and which it was anticipated (since 2001) would be soon published. Sec WIPO Document.
IP/Q4IBHR/1 (01-6218). 6 December 2001. 1,3.
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Kuwait's provision for the protection for layout-designs of integrated circuits in its other

intellectual property laws, is token, to say the least. It argues that protection has been provided

for layout-designs by extending to them the protection already given to industrial designs and

models in the slale's patent and designs law.'9~ It has achieved this by the simple strategy of

inserting the words "and integrated circuits" after the words "designs and industrial models"

wherever the latter appears throughout the patents and designs law. l9S Accordingly, the period

of protection, the nature of infringements, and the sanctions and relief that apply in respect of

designs and industrial models, also apply to layout designs. For example, a layout design must

therefore be registered to obtain protection, and protection is provided for a period of 10 years

from date of application.

However, the Kuwaiti law as it currently stands does not provide any definition or description of

what may constitute an integrated circuit (as it does for a design and an industrial model). This

strategy has had the effect of creating by implication an inappropriate description of an

integrated circuit as being the same as that for a design or industrial model, namely, "any

arrangement of lines or any type of figure, whether coloured or uncoloured, designed for use in

industrial production by a mechanical, manual or chemical process ... "I96

The nature and authoritative source of any protection of layout-designs of integrated circuits

within the general framework of the UAE intellectual property regime is confused, and they

appear, therefore, to receive only a limited measure of protection - and then more by implication

than by specific provision. [n July 2001, the UAE advised the WTO that layout designs were

protected under its patent law, and specifically that the law's provisions relating to industrial

194 See WTO Council for Trade-Related Aspects of tntellectual Property Rights. Review of Legislation: Kuwait.
Documcnt IP/Q4/KWT/I (01-6332), 13 Dcccmber 2001. 28.

19S These amendments were introduced to the Kuwaiti original 1962 patents and designs law by Law No.4 of 1999
1% Kuwait, Law No.4 of 1999. an I.
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designs and models applied equally to integrated circuits - a similar strategy to that adopted by

Kuwait, but without the legislative formalisation. 197 The basis for such claim in the patent law is

unclear, and the relationship between industrial designs or models and layout-designs is equally

unclear. Hence the period of protection provided was five years (soon to be extended to 10 years

d .. d) '"un er Immment amen meills . [n March 2002, the UAE again advised the WTO that

topographies were classified among the works protected under its copyright law. l99 The period

of protection was the same as that available to other forms of copyrightable material, namely, the

lifetime of the right holder plus 25 years (again, soon to be extended under imminent

amendments) - very much greater than the 10 year period provided by TRIPS Article 38 or by

the UAE's corresponding patent legislation. 2OO The WTO appears to have been salisfied with the

UAE response since there is no record of the contradictory explanations having been pursued

further.

Since the UAE Ministry has nol received any applications for registration of layout designs of

integrated circuits at the time of this writing, the integrity of the above claims have not yet been

tesled. Nor have there yet been cases on infringements of right-holder's rights in respect of

integrated circuits to come before the UAE federal or local courts to clarify under which law a

prosecution for infringement of the right the owner of a layout design might proceed.

197 Council for Trade-Related Aspects of Intellectual ProperlY Rights. Review of Legisla/ioll: Ihe Ulli/ed Arab
£mirales. Documcnt IP/C/WI291 (01-3419). 10 July 2001. Articles 43-51 of UAE Law No. 44 of 1992, thc
Patents and Industrial Designs Law, apply specifically to industrial designs and models and make no reference to
layout-designs.

198 The UAE Law No. 44 of 1992 was amended in late 2002 by Law No. 17 of 2002. In particular. the period of
protcction for palents was extended from fivc years to 10 ycars. to come into eompliancc with the requirements
ofTRIPS Artiele 26.3.

199 Council for Trade-Related Aspects of Intellectual ProperlY Rights, Review of Legislation: Ille United Arab
£mirales. Document 11'/C/WI291.Add.2 (02-1093). 3 March 2002. 3.

200 The UAE Law No. 40 of 1992, the Law for the Protection of Intellectual Compilations and Author's Rights was
amendcd by Law No.7 of 2002. to extend a 25 year tcrm of protection to SO years. to comc into compliance with
TRIPS Article 12.
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4.8.3 The Nature and Scope of a Layout·Design

Chapter 4

The Omani law is striking for its brevity, containing just eleven short articles. It appears to share

the same template as Oman's geographical indications law, with subject-specific text substituted

where appropriate. In comparison, the Saudi omnibus law on patents, plant varieties, industrial

models, and layout designs, dedicates five anicles specific 10 the protection of layollt designs,

and further extends its general provisions to apply equally to industrial designs. Accordingly, it

covers as much, ifnot more, ground than the Omani law. In both cases, the respective laws base

their layout-design provisions on the corresponding WIPa model law. 201 Both laws borrow

directly from Article I(i) and (ii) of the TRIPS model law for their definitions of an integrated

circuit and layout-design:

integrated circuit: a product, in its final form or an intermediary form, which consists of

interconnections or elements at least one of which is active and which is intended to

perform an electronic function;

layout design: any three dimensional disposition of interconnections or elements of an

integrated circuit, at least one of which is active, which is intended for manufacture. 202

The Saudi law adds a requirement, which is absent from the Omani law, for originality as a

fundamental criterion for protection along the lines of Article 2( I) of the TRIPS model law. 203

Both exclude from registrability any layout-design which has already been commercially

exploited anywhere else for more than two years.

201 See WIPO ··Drall Act on the Protection or Layout-Dcsigns (Topographies) or Intcgrated Circuits". available at
www.wipo.intlcrdiplaw/cn/trips/doc/intcgrntcd circuits.doc, last acccsscd 20 January 2006.

202 Oman. Royal decree No. 4112000. arts I and 2. See also above n t85.
203 Saudi Arabia, Royal Dccree No. M/27 or 1425 AH (2004). art 49.
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Both laws presume registration as a prerequisite for protection, while at the same lime,

registration presumes ownership; unless the contrary is established, the registrant is deemed to

be the righi-holder of the layout-design and thereby its creator. 204 The right-holder alone has

the right to commercially exploit the layout-design, and is entitled to protection against unlawful

importation, sale or distribution for commercial purposes oflhe layout-design or other articles in

l 'lhl d'" d 20
'WlIe 1 t e ayou! eSlgn IS lIlcorporate . The emphasis here is on commercialisation; both

laws still allow lise ofa layout-design without the owner's authorisation for research or teaching,

personal or non-commercial purposes, or where the responsible minister deems such use is in the

bl ' . 206pu IC lIlterest.

The Omani law affords protection for a period often years from the date offiling an application

for registration, while Saudi Arabia adheres more closely to the requirements of Article 38.1 of

TRIPS, and affords protection from the date of filing or from the date of irs first local or external

commercial exploitation, whichever is the earlier. 201 Saudi Arabia also includes the

qualification of Article 6(3) of the Washington Treaty and Article 38.3 of TRIPS (but omitted

from the WIPO model law, and ignored by the Omani law), that in all cases the term of

protection expires 15 years after the creation of the layollt design (thereby allowing an extension

to the original 10 year period).

The Saudi law goes even further than its Omani counterpart, in that it provides for a system of

compulsory licencing as included the Washington Treaty (but for which neither TRI PS nor the

WIPO model law makes any provision). [n brief, a non-exclusive compulsory licence may be

21>4 Oman. Royal Decree No. 41/2000. art 2: Saudi Arabia. Royal Decree No. M/27 of 1425 AH (2004). art 49.
205 Oman, Royal Decrec No. 41/2000. art 4: Saudi Arabia, Royal Decree No. M/27 of 1425 AH (2004). art 51.
206 Oman. Royal Decree No. 4112000. art 8: Saudi Arabia. Royal Decree No. M127 of 1425 AH (2004). arts 52. 53.
207 Oman. Royal Decree No. 41/2000, art 7: Saudi Arabia. Royal Decree No. M127 of 1425 AH (2004), art 19(b).
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granted in accordance with the same provisions that apply to the award of compulsory licences

for patents. 108

In addition to the omISSions noted above, the Omani law also lacks any prOVISIon for the

following;

reverse engineering;

application of international treaties and their precedence, and national treatment or MFN

provisions, even though these are included in the WIPO madellaw;

transfer of title or cancellat ion of registration;

administrative provisions relating to gazenal of applications and registrations, or

implementing provisions.

Both laws provide, in almost identical text, a simple description of an infringement as being an

act that includes the copying a layout design in whole or part, or knowingly importing, selling or

distributing a layout design or the integrated circuit of which it may be part. 209 Saudi Arabia

adds that falsely claiming or indicating that a layout-design is registered also constitutes an

infringement.

208 See Section 4.4.6 above.
209 Oman. Royal Decree No. 4112000, an 11; Saudi Arabia. Royal Decree No. M/27 of 1425 AU (2004). an 51.
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4.9 Undisclosed Information, Trade Secrets and Unfair

Competition

4.9.1 TRIPS Provisions and Requirements (Article 39-40)

TRIPS provides that undisclosed information and trade secrets are deemed to be protectable

under the rules of unfair competition. The protection does not confer any exclusive right, but

provides the right (and the obligation) to prevent practices contrary to honest commercial

practices with respect to both the disclosure and acquisition of undisclosed information. TRIPS

Article 39 requires members to ensure effective protection against unfair competition as

provided in Article IObis of the Paris Convention by protecting undisclosed information. 2lO

Persons and legal entities must be able to prevent information lawfully within their control from

being acquired by, or disclosed to, others without their consent in a manner contrary to honest

commercial practices, provided that such information:

is secret in that it is not generally known, either as a whole or in its various parts, to

persons who would normally deal with that kind of information;

has commercial value because of its secret state; and

210 Thc Paris Convcntion. Articlc IObis requires the countries to provide effectivc protection against unfair
competition, Any act of competition contrary to honest practices in commcrcial or industrial matters is an act of
unfair competition. [n particular, the following arc prohibitcd:
all acts which create confusion by any means in respect the establishment. goods. or activities of a competitor:
false allegations in the coursc of trade which discredit the establishmcnt, goods or aetivitics of a competitor:
indications or allegations thc usc of which is liable to mislcad thc public in respect of thc nature, manufacturing
process. characteristics. suitability of purpose. or quantity of goods.
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has been subject to reasonable steps by its owner to keep it secret. 211

Chapter 4

TRIPS Article 39.3 makes a particular requirement to provide protection against unfair

commercial use of undisclosed test or other data submitted as a condition for gaining market

approval for new pharmaceutical or agricultural chemical products or for products which utilise

new chemical entities. [t requires members to protect such data against disclosure, except where

it is necessary to protect the public or unless steps are taken to ensure that the data is protected

against unfair commercial use.

In respect of the control of anti-competitive practices, TRIPS Article 40 requires members to

recognise that some licensing practices pertaining to intellectual property rights which restrain

competition may have adverse effects on trade and impede the transfer and dissemination of

technology. Members may adopt, consistent with other TRIPS provisions, appropriate measures

to prevent or control practices in the licensing of intellectual property rights which are abusive

and anti-competitive. TRIPS also provides for a mechanism allowing for consultation and

exchange of relevant confidential information between members in situations where companies

from those members are involved in a dispute over anti-competitive practices.

211 A note 10 TRIPS Article 39 deseribes "a manner contrary to honest commercial praclices" as alleasl: "practices
such as breach of contract, breach of confidence and induccmenl to breach, and includes the acquisition of
undisclosed infommtion by third parties which knew. or were grossly negligent in failing 10 knoll'. Ihal such
practices were involved in the acquisition:'
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4.9.2 Current Regional Undisclosed Information and Anti-

Competitive Practices Provisions

The common position of the Gee states in respect of the provision of protection for undisclosed

information and trade secrets within the prescription of TRIPS Article 39 is to either largely

ignore the matter (Kuwait, Qatar and Saudi Arabia), or to incorporate some notional provision

within the scope of other intellectual property laws (Oman and the UAE). Bahrain, on the other

hand, has recently enacted a law for the protection of trade secrets, which also touches on the

nature of acts that are contrary to honest commercial practices. In respect of anti-competitive

practices in contractual licences, as outlined by TRIPS Article 40, only Bahrain and Oman

makes specific acknowledgement to the requirement to control such practices, although all states

can also refer 10, and rely on, the extensive provisions that already exist outside the intellectual

property protection regime. All states can justifiably argue that protection of undisclosed

information and anti-competitive practices, being essentially commercial matters, are addressed

in detail in their respective commercial codes, civil codes and penal codes. 212

Kuwait, Qatar and Saudi Arabia would acknowledge that they do not provide any specific

legislative protection of undisclosed information or trade secrets in the intellectual property

context, bUI would claim that some levels of protection are already included elsewhere within

their legislative frameworks governing commercial conduct, or that the introduction of

appropriate legislation is being examined. Kuwait, for example, has argued that its copyright

law guarantees protection of undisclosed information in the copyright context since the owner of

212 It is outside the scope of this thesis to examine the level of protection provided for undisclosed infonnation. trade
secrets or other commcrcial-in-confidcncc infonnation, outside the intellectual property context. It is worth
noting. however. that all Gee stales have made provisions in this regard in their eommercialtransaetions laws.
commercial agency laws, and commercial, civil and penal cOOes.
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a copyright has exclusive right 10 determine publication of his work. 213 Accordingly, anyone

who discloses such information without prior consent from the rightful owner commits an

infringement under its copyright law. However, this line of argument does not take account of

the fact that copyright deats with fights of attribution and economic exploitation but does not

encompass rights or obligations in respect of disclosure or non-disclosure. It also ignores the

freedom of use provisions in respect of copyrighted works which can bring a work into the

public domain. More importantly it ignores the facl that TRIPS Article 39 and Paris Convention

Article IObis address a requirement for the protection of proprietary information that is not

otherwise protected by patents, copyrights, or industrial designs and models laws.

Saudi Arabia has claimed that some protection for undisclosed information of a proprietor nature

already exists under other laws outside the intellectual property context. It has asserted that

rights relating to the protection of undisclosed information are covered by the Islamic Shariah

and by existing laws such as the commercial code, commercial transactions code, and the banks

control regulation. 214 Saudi Arabia has also indicated that it is considering the introduction of an

Unfair Competition Law, which will encompass provision for trade secrets and undisclosed

information. 21S Qatar a few years ago indicated that it, too, was in the process of considering a

new law, apparently based on a model law prepared by WIPO, and apparently compatible with

TRIPS. 216 However, in both cases, the new laws have yet to emerge.

m Kuwait. WTO Council for Trade-Related Aspects of Intellectual Property Rights. Review 0/ LegislGlion: Kuwait.
Document IP/Q4/KWT/I (01-6322). 13 December 2001.

214 WTO Working Part)' on the Accession of thc Kingdom of Saudi Arabia. Addi/ional QuestiollS and Replies.
Document WT/ACC/SAu/61AddJ (96-4561). 30 October 1996. The Saudi Companies Law, Article 22. for
example, provides for sanctions against an)' government official who improperly or without authorisation,
divulges company secrets to which he has, or has had, access by reason of his duties.

!IS Ibid.
216 WTO Council for Trade-Related Aspects of tntellectual Properly Rights. Minules 0/ Meeting. 27-28 November

2001 Document IP/C/M/34 (01-6407), 20 December 2001.
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Oman provides just one article concerning the protection of undisclosed information in its

trademark law, while the UAE has included slightly more provision for "Know-how", as it is

described, in its patents and industrial designs law. Both provide for the respective laws' general

provisions to apply equally to acts of intentional contravention of their unfair competition or

protection of trade secrets provisions.

Bahrain's new law for the protection of trade secrets is rather brief. It consists of just nine

clauses, only four of which deal substantively with trade secrets and dishonest commercial

practice (the other five addressing matters relating to enforcement, administration and due

process). [t incorporates the requirements of TRIPS Article 39, including protection of test data

submitted to government authorities for obtaining marketing approval of pharmaceutical or

agricultural products.

Table 9: Current Trade Secrets and Anti-Com petitive Practices Protection in the GCC states

Hllllmill:

Kuwllit:

Olllflll:

Qllftlr:

SlImli Art/bitl:

UAE:

Luw No.7 of2003 ill re~pect of Trlltle Seeret~·

ROyll! Decree No. 3812000, tile Luw 011 Trmle Mflrks, !m!iclltiolls (///(/ Secrets,
lind Prolecliollfrom Ullfuir Competition.

Federt/I LfI ... No. 17 of2002for Ille /"dustrial Regulation 1II/(1 Protection of
Pmell1s, I",illst,;u! Drt/wings ((IU! Desiglls

Source: compiled by the alflhor
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4.9.3 Nature of Protection of Undisclosed Information

Chapter 4

Bahrain, Oman and the UAE, borrowing directly from TRIPS Article 39, all provide Ihal

undisclosed information, or "know·llOw", must be protected if:

it is unknown, or not available among, or readily accessible, to persons who normally

deal with such kind of information;

it draws its commercial value from its confidentiality or secrecy;

the owner or person lawfully in control of the information has taken reasonable steps to

keep it secret. 21?

There is no specified period of protection period. Rather, the obligation to protect remains in

effect as long as the undisclosed information's value is unknown and it remains secret. Know-

how acquired through one's own means or through legal means may be used or disclosed or

transferred it to anolher party, but that other party may not use disclose or communicate any

element of know-how without consent of its owner. Disclosure without approval of the owner of

the know-how constitutes an infringement, provided Ihal the person committing the act was

aware of the confidential nature of the know-how or could not have ignored such nature.

m Bahrain. Legislative Decree No.7 or 2003. art 2: Oman. Royal Decree No. 38/2000. art 34: UAE. Federal Law
No. 17 or 2002. art 39·40.
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4.9.4 Protection of Information Relating to Pharmaceutical

Products

Bahrain and Oman both make some limited provision for the protection of undisclosed test or

olher data submitted by an applicant for market authorisation of a pharmaceutical or agricultural

chemical product which utilises new chemical entities. In language that is virtually identical to

the TRIPS Article 39.3 text, the prohibition on disclosure in both laws:

" ... shall extend to undisclosed tests or data which were the outcome of considerable etTort, and

which are submitted to the competent authorities for the purpose of obtaining approval for

marketing of phannaceutical or agricultural chemical products utilising new chemicals

entities.,,218

Bahrain goes a little further by providing, as required by TRIPS Article 70.8 & 70.9, that the

government authority in receipt of the tests or dara must protect them against disclosure for as

long as they remain secret. It must also prohibit their unfair commercial use by preventing any

third party using the data without approval in the marketing of similar drugs or products for 5

years following the date of marketing approval of the drugs or products in Bahrain. 219

The UAE position on protection of pharmaceutical and agrochemical products realizes an even

stronger level ofprotection. 220 Articles 70 and 71 of the UAE patent law provide that inventions

dealing with the chemistry of drugs or pharmaceutical compounds will be protected by letters

patents or utility certificates if they meet the conditions required by the law and its implementing

regulations as of I January 2005. The UAE will continue to accept, register and examine patent

218 Bahrain. Legislative Decree No.7 01'2003, art 2: Oman, Royal Decree No. 3812000. art 34.
219 Legislative Decree No.7 of 2003. Article 2
220 Sec also Section 4.4.3 above.
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applications in respect of pharmaceutical products, and to grant the product exclusive marketing

rights for a period of five years or until the patent is granted or refused, whichever comes first.

However, some degree of protection has already been in place through Ministerial Decree No.

404 of 2000, which stipulates that no drug or new pharmaceutical compound might be registered

unless it has been granted a patent - thereby extending to the drug or compound the protection

and confidentiality applicable to patents. The decree also requires the secrecy of information

attached to an application for registration of a drug or pharmaceutical compound to be protected.

This issuance oflhe ministerial decree action was a direct response to pressure brought to bear

by US pharmaceutical industry groups through the office of the US Trade Representative. 221

4.9.5 Control of Anti-Competitive Practices in Contractual

Licences

Oman includes in its patent law, a single statement taken directly from Article I Obis of the Paris

Convention to describe acts of unfair competition and then proceeds to apply the general

provIsIons of its trademarks law, including sanctions, to such acts. The nature of the acts

includes:

acts ofsllch nature as to create confusion with another establishment, goods or services,

in the course of any industrial or commercial activity;

unjustified false allegations against any commercial or industrial producer with the

intention of damaging or diluting goodwill or reputation;

221 The role of thc USTR and thc implications and impact of its annual Special 301 Rcports is discussed at greater
length in Chaplcr 6.3 following.
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use, in the course of any industrial or commercial activity, of indications or allegations

that mislead the public as to the characteristic features ofthe goods or services. 212

Bahrain's law provides that the following constitute acts which are contrary to honest

commercial practices:

disclosure of secret information acquired by a party to a "confidentiality

agreement";

disclosure, or inducement to disclose, secret information in breach of a duty of

trust;

misappropriation of information by unlawful means including fraud, espionage,

theft or other improper means;

acquiring trade secrets from another person while knowing, or being capable of

knowing, that such other person has acquired the trade secrets unlawfully.m

As a rather curious and awkward inclusion for a law of this nature - which indicates that the law

was largely and loosely constructed by borrowings from Bahrain's other intellectual property

laws - provision is included for a person whose rights have, or appear to have, been infringed to

seek provisional relief. Such relief includes the cessation of the infringement, the provisional

seizure of articles and goods including imported goods on arrival; and the seizure of infringing

machinery and tools, and related evidence. 224

m Oman, Royal Decree No. 3812000. Article 33.
m Bahrain. Legislative [>Ceree No.7 of 2003. Article 4.
224 Ibid, art 6.
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4.10 New Plant Varieties

4.10.1 TRIPS Provisions and Obligations

Chapter 4

Protection of new plant varieties as a distinct and separate intellectual property right falls outside

the scope of TRIPS, which confines the treatment of their protection to being a patent matter.

TRIPS Article 27.3(b), in addressing patentable subject matter, provides that inventions which

include plants and essentially biological processes for the production of plants, other than non-

biological and microbiological processes, may be excluded from patentability. However, it still

requires members to "provide for the protection of plant varieties either by patents or by an

effective sui generis system or by a combination of both."

It has been suggested that this flexibility reflects the lack of consensus on the form that

protection of plant varieties should take - that is, whether they should be protectable under the

European approach of breeder's rights, or the US and Japanese approach of patents,m These

different approaches lead to a different scope and extent of protection. While the breeders'

rights regime permits protection of a plant variety as determined by a specific combination of

genes, it does not allow for the protection of particular genes, a possibility instead allowed under

patent law,

Outside of the TRI PS patent-protection approach, the international standard of protection is that

established by the Convention of the International Union for the Protection of New Plant

225 Carlos Correa. "Patent Rights", in Correa & Abdulqawi (cds), Imefleclllal Property and Trade - the TRIPS
Agreement. (1999), 197.
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Varieties (1999) - the UPOV Convention. 226 The Convention grants protection of a new plant

variety to the breeder - the breeder being defined as the person who breeds, or discovers and

develops, and registers, a new plant variety. The bounds or characteristics of "discovers and

develops" are the subject of intense international debate. However, "breeding" may include the

isolation and propagation of a naturally occurring mutation or variation. To be deemed

protectable, a plant variety must meet the conditions of being:

new, by virtue of not being the subject of prior commercial acts;

distinct, by being clearly distinguishable from any other variety;

uniform or homogeneous in its relevant characteristics;

stable, after a cycle of propagation or repeated propagation;

variety denominated, having a denomination under which it may be

commercialised. m

The breeder's basic right in respect of a particular plant variety encompasses the production,

reproduction and conditioning for propagation, together with the selling, marketing, importing or

exporting and stocking of the new variety. The scope of the right includes not only to the planl

variety or propagated material itself, but also the harvested material and may extend to products

made directly from the harvested material. 228 The breeder's rights do not prohibit use by others

of prolected propagation material for non-commercial or private purposes, for experimental

purposes or for the purpose of breeding other varieties. 229 BUI this is a limited use, in effect

226 "UPOV Convention" being the Act of the International Convention for the Protection of New Varieties of Plants
of 2 December 1961. as TCvised at Gcncva on 19 March 1991. Although UI'OV is an autonomous international
body. its association with WTO and WII'O in particular is close. with the WIPO Director-Gencral being ex
officio UPOV Seerctal)'-Gcnera1. WIPO has prepared a Plant Breeder's Rights Bill. which servcs as its sui
gelleris altcrnative to thc TRIPS patcnt-protcction approach. The Bill is based on the 1991 UPOV Convention.

m UPOV Convcntion, arts 5-9.
228 Ibid. art 14(1)-(3).
229 Ibid. art 15( I).
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confined to research and experimental uses. The use by others provision does not automatically

extend to include farmers, or recognize their rights to use farm-saved or own-harvested

propagating material or seed for replanting. The existence and possible application of a farmer's

right, if any, is left to the Convention signatories to decide, depending on their own

circumstances or interests, or to the bargaining outcomes of multilateral or bilateral

agreements. 230

4.10.2 Current New Plant Varieties Provisions

As is the case with layout designs of integrated circuits, statutory protection of new plant

varieties has received little attention or action from the Gee member states, and there is little

indication of external pressure within the context of the WTO upon the GCC states to comply

with their TRI PS obligations at this stage.

Within their current patent laws, the Gee states have expressly excluded from patentability

plants and essentially biological processes for the production of plants, as permitted under

TRIPS Article 27.3(b). However, the states have either largely ignored the issue of protection of

new plant varieties (Bahrain, Kuwait, Qarar and the UAE), or have added a few specific

provisIOns on the protection of new plant varieties to the general provisions of patent laws

(Saudi Arabia). Only Oman has followed the sui generis alternative offered by TRIPS Article

27.3(b) by enacting specific legislation for the protection of new plant varieties, although

Bahrain for some years has had in local circulation a draft new plant variety protection law along

similar lines to Oman's law. Both Bahrain and Oman will be required to ratifY or accede to the

230 Ibid. an 15(2).
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UPOV Convention as part of their respective free trade agreements with the United States;

Bahrain has recently lodged its instruments of accession, and the draft law will now need to be

enacted to enable local implementation oflhe Convention's provisions. 231

Bahrain, Kuwait, Qatar, and the UAE do not make any provision or other reference, either in

their respective patent laws or other intellectual property laws, for the protection of new plant

varieties. Bahrain, Kuwait and the UAE have stipulated in their patent laws that patent

protection shall not be extended to plant varieties and essentially biological ways for producing

them (excluding microbiological processes or the products thereof), but have not developed any

alternative protecting legislation. 232 Qatar does not have its own patent laws, adhering instead to

the GCC Unified Patent Regulation. However, the GCC regulation also excludes plant species

and varieties from patent protection in the same manner as these individual Gee states. m

The Omani law follows the plant breeders' regime for the protection of new plant varieties

enshrined in the UPOV Convention. The law was prepared in consultation with WIPO and

based on some (but not all) elements of the UPQV Model Law on the Protection of New Plant

Varieties, from which it draws much of its text, although Oman is not a signatory to the UPOV

Convention. Saudi Arabia, on the other hand, has adopted a hybrid approach that borrows both

from patent-protection approach and the sui generis option. It dedicates five articles within its

patent law specifically to the protection of new plant varieties, but also provides for the general

patent provisions to apply equally to new plant varieties.

231 Bahrain lodged its instruments of accession in June 2005; the Convention came into effect in Bahrain in
December 2005.

m Sec the discussion on patentability in the GCC states' !,,'1tent laws under Section 4.4.2 and 4.4.3 above.
m In Junc 2002. Qatar was advising the WTO Council for TRIPS that the GCC Council was currently examining a

separnte fonn of regulation on plant variety protection and that this legislation, once approved. would apply In
Qatar. Howcver. the GCC Council has yet to draft. let alone issuc. such a law. See WTO Council for Trade
Related Aspects of Intellectual Property Rights, Review of Legislation: Responses from Qatar to the qllestions
posed by Australia. Canada. the European Communities Gnd their member States. Swit:erland and the United
States. II'/C/W/346 (02-3 I01). 5 June 2002. 1, 6.
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Table 10: Currrnt New Plant Varieties Protection in the Gee States

Chapter 4

H/lllm;,,:

Kuwait:

0",/11/:

Qaftlr:

SIIIIt/i Arabia:

UA£:

Legi.~//llive Deaee No. 11 of 1005 rllfi!yiJlg B(llmlill'.~ llccessioll to 'lie
[//tertll/tiol/tli COIlI'I!IItioll for If/e Protectioll of New Plant V(/riet;e~' (UPOV
COIlI'l!lIIioll)

Ro)'ul Decree Nfl. 9211000. 'fie Ltlw fll/ 'fie Pmtectiol/ ofNew Plam Vtlriel;/!s.

Royal Decree No. 111/27 1425 AH (2004) ;11 respect of Patellts, Lt/your
De)';gl1s ofImegrml!l/ Circuits, /)/ill/I Jlarieties, aml/mll/strial MO(Jel.~.

Source: compiled by Ihe /llI/hor

4.10.3 Scope of Protection for New Plant Varieties

To qualify for protection, a plant variety, or its propagation types or elements, must be new or

novel, distinct, homogeneous, and constant or stable. Saudi Arabia stipulates that for the

purposes of its law, a variety is new or novel if it (or its propagating material) has not been

marketed within the country for more than one year or marketed elsewhere for more than six

years in the case of trees or vines or four years in the case of all other plant varieties. A variety

is deemed to be distinct if it is distinguishable from other known varieties by at least one

characteristic, is uniform if the differences between its elements are within generally accepted

limits, and is stable if its main characteristics remain unchanged after repeated propagation.

Oman does not include a definition or explanation of the meaning, limitations or characteristics

of these conditions for protection in its law or refer back to the UPOV explanations, but defers

them to the implementing regulations.
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The right of protection by registration is granted to the breeder of the plant variety or his

successors in title, the breeder being commonly defined as the person who breeds, discovers or

develops a plant variety. Registration grants to the breeder, being the right owner, the right to:

sole utilisation of propagating types and elements for the commercial plant production;

transfer all or part oflhe utilisation right, with or without financial consideration;

prevent third parties from utilising the right, and to seek precautionary relief;

obtain legal compensation against infringements;

require any person offering for sale or marketing the plant variety or its propagating

elements to lise the registered designation or name for that plant variety.

However, exceptions to this right permit use of the protected plant variety for experimental or

research activities and personal non-commercial use.

Neither Oman nor Saudi Arabia formally recognise nor even acknowledge the right of the farmer

to further propagate and use plant material which is the product of a harvest on his own holding,

but which may otherwise be patent-protected plant material. Oman's law devotes twelve articles

to detailing breeder's rights without once mentioning farmer's rights or the equivalent. 234 Saudi

Arabia's law in effect excludes any provision for farmer's rights by stipulating that such acts as

producing or propagating patented plant material, adapting it for the purposes of propagation, or

storing it for such purposes, constitutes an infringement of the rights of the plant patentee. 23S

Such rights extend to harvested material in whole or in part. The Omani law, rather more

234 Oman, Sec Royal Decrec No. 92/2000. Chapter Two, "Brcedcr"s Rights·· arts 7-14.16-17.19-20.
2JS Saudi Arabia. Royal Decree No. M127 of t425 AH (2004). arts 56(a) & (b). These provisions in essence

replicate the breeder's rights as detailed in the WIPO Model Law. art 14.
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succinctly, provides thai an infringement constitutes any act of intentional infringement on the

breeding right registered in accordance with the law. 236

Both laws provide that protection is granted to plant varieties for available for a period of 25

years for trees and vines and 20 years for all other plants, from the date of granting of the right,

both provisions being consistent with UPOV and the WIPO model law. 237

The Omani and Saudi laws also provide for a system of compulsory licencing to be available for

plant varieties, as is permitted under the TRIPS patent provisions, but for which no provision is

made in the UPOV and the WIPO model law. 138 A non-exclusive compulsory licence may be

granted where the owner of the plant variety has not made sufficient use of the plant variety for

three years from date of registration, and has not otherwise agreed to grant a licence on

reasonable terms to the applicant, or where the award of the compulsory licence is necessary to

protect the public interest. The issuance ofa compulsory licence does not prejudice the right of

the right-holder to reasonable compensation.

Oman's law has not received any real scrutiny from WTO. In the review of Oman's intellectual

property legislative regime conducted by the Council of TRIPS during June 200 I, Oman escaped

any questioning by members on its plant variety protection law. 239 Up to December 2005, the

Omani responsible ministry had not received any applications for the registration of plant

breeding rights, so the efficacy of the law has yet to be tested.

236 Oman, Royal Decree No. 9212000, art 6.
m Oman. Royal Decree No. 92/2000. art 9: Saudi Arabia. Royal Decree No. M127 of 1425 AI-! (2004). art 19(c).
2JS Royal Decree No. 92/2000. arts 21·22: Saudi Arabia. Royal Decree No. 1W27 of 1425 AH (2004), arts 24·31.
239 See WTO Council for Trade·Related Aspects of Intellectual Property Rights. Re~'iell' of Legis{arion: Omal/.

Document IP/Q4/0MN/I (03-1675).24 Mareh 2003.
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The picture thai emerges from the foregoing examination of the Gee states' intellectual

property legislative regimes is that, at the global level, the regimes have a thread of common

purpose and generally a broad strategic direction. However, at the local level of individual laws,

there exists both considerable similarity and significant deviation in their content and structure.

In some instances, laws share common material, and it is apparent Ihal there has been wholesale

borrowing in a number of cases - to the extent that their texts (in the English language

translations at least) are virtually identical. However, some laws also retain their own peculiar

idiosyncrasies in other instances; they reveal glaring omissions and are nOlable for their brevity

and lack of sophistication when compared with the corresponding statutes of their sister GCC

states. This is particularly the case in respect of the region's copyright laws

From mid 2000, the WTO's Council of TRIPS initiated a review programme of national

implementing legislation of member states who had taken advantage of WTO's five year

transitional period from the date of introduction of TRI PS and states that had joined after

January 2000. Bahrain, Kuwait, Oman, Qatar and the UAE all participated at different times in

the review. The review is illuminating, because it would appear to indicate Ihat the process, at

least as far as the GCC states were concerned, was more important than the oulcome. Kuwait

was the first of the GCC states to undergo the review process, with the review of its laws

initiated at the Council's November 2000 meeting. At its subsequent meeting a year laler, the

Council Chair informed members Ihat Kuwait had now provided answers to all follow-up

questions, which had been circulated. 24o The Council agreed that the item concerning the review

2-10 WTO Council for Trade-Relatcd Aspects of Intcllectual Propcrty Rights. Minutes of Meeting. 27-28 Novcmbcr
2001. Document IP/CM/34. (01-6407), 20 December 2001. 3.
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of Kuwait's intellectual property laws be deleted from the agenda, it being understood thai any

delegation was free to revert to any matter stemming from them at any time. No further debate

or analysis of Kuwait's responses to individual questions, the adequacy or otherwise of those

responses, or the general efficacy of its intellectual property laws, appears to have taken place.

A similar scenario existed in respect of the reviews of the intellectual property laws of Bahrain,

Oman, and the UAE, all of which were initiated in June 2001. By November that year, it was

reported that the initial answers provided by Bahrain and Oman were still being analysed by

some members, and responses from Oman and the UAE to some follow-up questions posed by

members were still outstanding. 241 The meeting agreed that the review of Bahrain's laws be

deleted from the agenda, while Oman and the UAE were urged to provide outstanding responses

without delay. The UAE reported in June 2002 that it was due to soon introduce patents,

trademarks and copyright laws which were TRIPS-compliant. Although the UAE still had some

responses to questions outstanding, the Council agreed to delete its review from the agenda. 242

Similarly, Oman's review was also deleted at the September 2002 meeting when Council learned

I . h d ·d d d" 243t lat It a provi e answers to outstan mg questIOns.

Qatar's review, scheduled for November 2001, was postponed to the second half of 2002

because Qatar was still finishing the process of bringing its intellectual property laws into TRIPS

compliance. At the June 2002 meeting of the Council, members were informed that Qatar had

responsed to most of the questions submitted by members. Qatar provided a brief introductory

overview of the structure of its legislation in the areas covered by TRIPS and proposed changes

w Ibid. 6.
m WTO Council for Trade-Related Aspects of Intel1ectuall'roperty Rights. Minllies oj Meeling. 25-27 June 2002.

Document IP/CIM/36/Add.l (02-4741). 10 Scptcmbcr 2002, 3-4.
W WTO Council for Trade-Related Aspects of Intellectual Property Rights. Mimlles oj Meeling. 17-19 September

2002. Document IP/C/M/37/Add.l (02-6169),8 Novembcr 2002. 2-3.
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to make its legislation TRIPS compatible. 244 However, the review still remained incomplete.

Thereafter, references to Qatar's incomplete review of its legislation appear spasmodically

between the November 2002 and June 2005 meetings, without any further input from Qatar or

resolution orlhe review. And there the matter appears to have rested.

The form of the responses provided by the GCe states in their respective reviews consisted

substantially of repeating back extracts and quotes from the laws themselves, with little in the

way of commentary or explanation of any great substance. [t should be remembered that the

Gee states construct their responses with the guidance of WI PO; perhaps more accurately, the

answers were prepared for them. One could be forgiven for assuming that the reviews were

simply going through the motions, except in areas of genuine concern to the major players.

Perhaps one reason for this role-play and the nature of the responses is that the real action of the

developed countries to preserve their hold on the areas of intellectual property rights of concern

and commercial interest was already moving into other fora outside the TRIPS context, such as

the environment of the TRIPS-plus treaties and the forum of bilateral relationships. If the

outcome of the Council of TRIPS reviews is, in essence, a 'signing off' on the compliance level

of the GCC states' intellectual property laws, then the states might feel entitled to argue that, by

the end of 2002 that they established legislative regimes for the protection of intellectual

property which generally comply with the international standards as laid down by TRIPS.

However, as the foregoing review of the states' intellectual property laws has pointed out, and

which the states themselves would freely acknowledge, the legislative regimes still contain many

shortcomings and omissions. While their achievements in the field of intellectual property

protection have been impressive, being achievements that have occurred largely over a single

generation, there is still further work to be undertaken to attain full TRIPS compliance.

w Ibid, 4-5.
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It should be no surprise that the intellectual property laws of the Gee states which are the most

comprehensive, sophisticated are those relating to copyright and neighbouring rights, trademarks

and patents, since these are the three areas which have concerned the developed countries in

ensuring that their own rights and investments in the Gulf region are protected. The "lesser

rights", as they have been described herein, in which there is not the same imperative for

preservation of interests and investments, have either gained some degree of protection by

association or have been largely passed over.

A conclusion that emerges from a scrutiny of the Gee states' performance in respect of their

adoption of the international standards 011 intellectual property protection is that those states

which were the original leaders in the process of establishing intellectual property protection

regimes, namely Bahrain and Kuwait, have since lagged behind the other states in upgrading

their laws and enforcement systems. It is somewhat incongruous that Bahrain is still operating

with a trademark and copyright laws that predate TRIPS and are thus TRIPS non-compliant. On

the other hand, the states which were last to set in place their intellectual property regimes,

notably Oman and the UAE, have not only caught up with the other states, but have since

surpassed them. The UAE, which was the last GeC states to introduce any intellectual property

laws, has since been the first GeC state to adopt the major post-TRIPS agreements on enhanced

intellectual property protection - notably the Patent Cooperation Treaty (PCT), the WIPO

Copyright Treaty (WCT), and the WI PO Performances and Phonograms Treaty (WPPT).

It is suggested that the intellectual property laws of the GCC states are ripe for, and would be

significantly enhanced by a process of review teading towards a greater degree of regional

harmonisation. Such review should focus upon the elimination of some of those idiosyncrasies
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and the mutual adoption of the positive and comprehensive elements of the more recent and

robust laws. The existence of intellectual property laws which enjoy a greater degree of

regionally common substantive provisions would make a useful contribution to state initiatives

towards effective implementation. Given the importance of effective border controls as a crucial

element in any enforcement strategy, common provisions relating to movement and control of

goods across state borders would make a significant contribution to the campaigns to combat the

increasing problem of regional intellectual property piracy and counterfeiting. Harmonised laws

would also complement the other Gee regional trade initiatives - such as those directed towards

regional free trade areas, common customs union, and the proposed common currency. The

GeC states as a regional group have already embraced a regional patents protection law to

complement their national patents laws, and have been examining for some years the

practicability of introducing a regional trademark law- again, to complement national laws. At

a more pragmatic level, a greater degree of harmonisation of the region's intellectual property

laws may well lead to an enhanced understanding of the laws themselves at the operational level,

and facilitate the collectivisation of locally-nurtured talent and expertise that is emerging in the

states' various ministries, judiciaries and enforcement agencies. In contrast, the paucity of

strategic regional direction leaves the individual states susceptible to the external unilateral

pressures to conform to the intellectual property laws of the industrialised countries, rather than

local laws which more appropriately address national and regional needs.

However, having the requisite laws, irrespective of whether they are TRIPS-compliant or still

have TRIPS-related shortcomings, is one thing; being able to effectively enforce them and

achieve the desired outcomes is another maller - as Chapter 5 explores.
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